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1. AN INTRODUCTION TO PROTECTING OUR RIGHTS IN THE FASHION 
SECTOR 
 
In the words of Miuccia Prada, "What you wear is how you present yourself to the 
world, especially today, when human contacts are so quick. Fashion is instant 
language."1  
This is something that can be understood universally, in a time where creating our 
intended impressions without saying a word can be channelled through fashion itself. 
In consideration of what the fashion industry has grown to be both locally and 
internationally, credit should be afforded to Intellectual Property (IP) law which plays 
a vital role in the expansion of global fashion enterprises, and provides a means of 
distinguishing one designer from the next amongst other things.2 The need for IP 
protection in the fashion industry therefore relates to continued creativity and 
innovation where commercial gain is a key objective.3  
The protection that may be required within the fashion sector can be sought through 
various commercial legal avenues, including the main forms of IP protection such as 
copyright, design, trade mark and patent law, each with its own requirements that need 
to be fulfilled before protection can be afforded.4 
1.1 Aim and Purpose of this Research 
This dissertation serves as a comprehensive analysis of the most relevant IP 
legislation and case law principles in relation to protecting the different aspects of 
fashion design, the practical application thereof, and the extent of protection afforded 
both locally and abroad, with the aim of determining whether the current IP protection 
afforded within the South African fashion industry is adequate, and whether seeking 
such protection is worth it.  
                                                                 
1 Available at https://www.harpersbazaar.com/fashion/designers/a1576/50-famous-fashion-quotes/ accessed 
8 August 2018. 
2 Commonwealth of Australia ‘Fashion rules: a guide to intellectual property for Australia’s clothin g and 
fashion design industry’ (2009) 4 available at http://www.wipo.int/edocs/lexdocs/laws/en/au/au332en.pdf  
accessed on 5 April  2018.   
3 A Will iams ‘Defining Intellectual Property’ Lexis Nexis (2018). 
4 E Teljeur ‘Intellectual property rights in South Africa: An economic review of policy and impact’ (2003) 7. 
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In addition, this dissertation aims to find solutions to prevalent issues in the South 
African fashion industry, such as IP infringement related to copying, possible 
excessive costs involved in obtaining and/or enforcing IP rights, counterfeit goods and 
parallel importation.   
1.2 Research Objectives  
The objectives of this research are to: 
1. assess appropriate provisions of existing IP law currently afforded to South 
African fashion designers, and show that the protection afforded is adequate, 
where applied and enforced correctly; 
2. display the vital role that IP plays in the fashion industry, leading to the 
submission that, save for a few instances where it may not be necessary, 
seeking and obtaining formal IP protection is in fact worth it in most cases; 
3. show that through the application and interpretation of the relevant legislation 
and case law principles, the enforcement of IP rights will always need to be 
balanced against the rights of the owner of the IP and against the general 
interests of society,5 yet still results in adequate protection being afforded;  
4. identify common issues faced in the South African fashion industry, with a view 
on corresponding viable solutions that exist within the current legal framework  
as well as outside of it; 
5. determine, through a comparative analysis of relevant IP principles in the 
United States of America (USA), whether there are any shortcomings in the 
applicability of our law, contributing to the finding that to a reasonable extent, 
South Africa does indeed provide an adequate legal framework to protect 
fashion designers in the industry.6  
1.3 Relevance of this Research 
This research is relevant as it compiles the necessary provisions and procedures that 
fashion designers, and legal practitioners assisting them, should be aware of in 
practice. It focuses on the specialised area of IP law that does not receive the deserved 
                                                                 
5 Will iams (note 3). 
6 Commonwealth of Australia  (note 2). 
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recognition, particularly considering the fact that the South African fashion industry 
continues to expand and attract international attention.  
At present, there is no comprehensive study addressing the practical application of IP 
law to the South African fashion industry, to the extent which this dissertation aims to. 
1.4 Methodology 
Desktop research will be the form of research for this dissertation.  
Relevant IP legislation will be thoroughly analysed and discussed for purposes of 
highlighting the provisions dealing with fashion design protection in its different forms.  
Literature in the form of textbooks, journal articles and online discussions will be used 
to offer more insight, expert views, and opinions on the topic of IP and fashion design 
in South Africa, as well as for purposes of conducting a relevant comparative analysis 
of the USA. 
Both international and South African case law will be referred to, to determine the way 
in which IP matters are dealt with, and how the legal principles that stem from these 
cases impact the South African fashion industry.  
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2. GENERAL OVERVIEW OF APPLICABLE STATUTORY LAW IN THE FASHION 
SECTOR 
2.1 Introduction  
At present, the lack of specific and comprehensive legislation governing the fashion 
industry leaves its application in the ambit and scope of general IP law. This 
necessitates the analysis of IP legislation as relative to the fashion industry.  As a 
result, protecting the rights of fashion designers may be a daunting task. The key is 
knowing where to start.  
In South Africa, the Companies and Intellectual Property Commission (CIPC) 
facilitates the registration and maintenance of intellectual property rights.7 
IP is governed by both statutory law and common law. Common law governs trade 
secrets, unlawful competition and passing off and comes to the rescue of fashion 
designers in certain instances where there is a lack of formal statutory IP protection.8 
However, the focus will be on statutory IP law in relation to fashion design, which will 
be discussed in greater detail with reference to the following:  
Copyright Act 98 of 1978 (the Copyright Act); 
Designs Act 195 of 1993 (the Designs Act); 
Trade Marks Act 194 of 1993 (the Trade Marks Act); 
Patents Act 57 of 1978 (the Patents Act); 
Counterfeit Goods Act 37 of 1997 (the Counterfeit Goods Act). 
2.2. International Treaties and Conventions 
It must not go unnoticed that South Africa is a signatory to the following international 
treaties and conventions:  
Berne Convention since 1928 (the Berne Convention); 
Paris Convention since 1947 (the Paris Convention); 
                                                                 
7 Available at http://www.cipc.co.za/za/ accessed on 11 November 2017. 
8 A Leigh ‘Protecting your designs as a fashion designer’ (2009) available at 
http://www.ifashion.co.za/index.php?option=com_content&view=article&id=1730&catid=105   accessed on 3 
March 2018. 
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Convention Establishing the World Intellectual Property Organisation since 
1975 (WIPO); 
World Trade Organisation – Trade Related Aspects of Intellectual Property 
since 1995 (the TRIPS Agreement). 
 
These treaties and conventions are also relevant to the South African fashion industry 
in certain instances, and will be discussed where appropriate, in the chapters to follow.  
2.3 Conclusion 
There are several, fragmented pieces of legislation in different forms pertaining to the 
fashion industry.  
The following chapters will look at the applicability of the relevant acts in a practical 
sense to determine whether, in the fashion design process, and in consideration of its 
multi-faceted nature, there is adequate IP protection available. 
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3. THE EXTENT OF COPYRIGHT PROTECTION AFFORDED TO FASHION 
DESIGNERS 
3.1 Introduction  
3.1.1 Copyright in general 
 
The rationale behind copyright is to afford protection to ‘original works of 
authorship’, allowing the owner of the copyright to control its commercial use. 9  
This chapter will illustrate the extent of copyright protection afforded to the 
original works of fashion designers, predominantly relating to two-dimensional 
sketches/drawings of their designs, to be transformed into actual items of 
fashion. It will then be necessary to look at relevant instances in which copyright 
protection may extend beyond these two-dimensional sketches/drawings. 
This chapter will also look at the limited application of copyright law to fashion 
articles in the USA10 under heading 3.3 The Limited Application of Copyright 
Protection for Fashion Items in the USA.  
3.1.2 How statutory protection extends to the South African fashion industry 
 
The Copyright Act11 in conjunction with the Copyright Regulations of 197812, 
governs the law of copyright in South Africa.  
The Copyright Act refers to works eligible for copyright13, making provision for 
‘artistic works’,14 which can be described as a painting, sculpture, drawing, 
engraving or photograph, irrespective of the artistic quality thereof.15 
Copyright in an artistic work vests the exclusive right to do or to authorise acts 
such as reproducing the work in any manner or form; and making an adaptation 
                                                                 
9 Companies and Intellectual Property Commission ‘What is a copyright?’ available at  
http://www.cipc.co.za/index.php/faqs/copyright/ accessed on 26 February 2019. 
10 F Witzburg ‘Protecting fashion: A comparative analysis of fashion design protection in the United States and 
the European Union’ (2017) 1137. 
11 The Copyright Act 98 of 1978. 
12 GN R2530, GG 6252, 22 December 1978. 
13 Section 2 (note 11). 
14 Ibid Section 2(1)(c). 
15 Ibid Section 1. 
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of the work, amongst other things.16 Further, artistic works are deemed deserving 
of protection against unauthorised use by third parties.17  
In respect of unauthorised use, Sections 23(1) and 23(2) of the Copyright Act 
deal with direct and indirect infringement respectively.18  
Copyright protection is the only form of statutory IP law that is afforded 
automatically, and no formal registration needs to take place for a designer to 
enjoy or enforce their copyright.  
Generally, copyright is territorial in nature and accordingly, South African law 
does not apply in other countries, nor does foreign national copyright statute 
apply in South Africa.19 However, in respect of the national treatment principle, 
regulated by the Berne Convention of 192820, the works of South African 
nationals can be protected in the same manner as domestic works in other Berne 
countries.21 This principle is reinforced in the TRIPS Agreement.22  
A fashion designer also enjoys moral rights in their work,23 which allows them to 
claim authorship of the work and to object to any distortion, mutilation or other 
modification of the work where such is or would be prejudicial to the honour or 
reputation of the author.24  
Before copyright in an artistic work can be applied or enforced, there are certain 
statutory requirements that need to be met and exceptions to copyright that need 
to be understood25 
                                                                 
16 Ibid Section 7. 
17 O Dean, A Dyer ‘Introduction to intellectual property’ 1 ed. (2014) 3.  
18 These sections, along with the determination of copyright infringement in respect of artistic works, will  be 
discussed under headings 3.2 Requirements of Copyright and 3.4 Exceptions in South African Copyright Law. 
19 Dean & Dyer (note 17) 6. 
20 This convention offers copyright protection to l iterary and artistic works. 
21 E Levenstein, R Tucker ‘South Africa: Introduction to the law of copyright’ (2005) available at 
http://www.mondaq.com/x/36570/Copyright/Introduction+To+The+Law+Of+Cop accessed on 3 September 
2015. 
22 A Rens et al. ‘Report on the South African open copyright review’ (2010) 41 available at http://ip-
unit.org/wp-content/uploads/2010/07/opencopyrightreport1.pdf accessed on 3 September 2015.   
23 Section 20 (note 11). 
24 Section 20(1) (note 11). 
25 W. Malem ‘Intellectual property in the fashion design industry’ (2012) 10. 
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3.2 Requirements of Copyright  
The two main requirements of copyrightable works are that it must be original26 and in 
material form.27 The work must be classified correctly so that the extent of protection 
afforded can be established. It is also a requirement that the work be authored by a 
so-called ‘qualified person’. 28  
Copyright protected works in the USA must also be original and in a tangible medium 
of expression.29 A further requirement however, is that there must be some minimal 
degree of creativity involved.30 
3.2.1 Originality 
 
Klep Valves (Pty) Ltd v Saunders Valve Company Ltd31 confirmed that originality 
refers to ‘original skill’ or ‘labour in execution’, and further that the work in respect 
of which the copyright is claimed should stem from the author himself, and not 
be copied.32  
When applying the above principle to fashion design, emphasis is placed on the 
actual skill or labour resulting in the artwork, such as a sketch/drawing.33 The 
protection afforded in this instance is automatic but is limited to that particular 
sketch/drawing only.34  If the sketch/drawing is then modified and appears to be 
substantially different from the initial sketch/drawing, it means that separate 
copyright protection must be sought for the modified adaptation.35  
A work is not ineligible for copyright just because it was made in a way that 
involved infringing the copyright in an existing work.36 The second work may 
therefore not be considered ‘original’ in respect of the copied material, but where 
                                                                 
26 Section 2(1) (note 11).  
27 Ibid Section 2(2). 
28 Dean & Dyer (note 17) 8. 
29 Section 102(a) of the USA Copyright Act of 1976. 
30 Witzburg (note 10) 1134. 
31 1987 (2) SA 1. 
32 Ibid par 27. 
33 Haupt t/a Soft Copy v Brewers Marketing Intell igence (Pty) Ltd and Others 2006 (4) SA 458 (SCA) par 24. 
34 Ibid. 
35 Dean, O ‘Handbook of South African copyright law’ (2015) 1 -22. 
36 Section 2(3) (note11). 
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skill or labour was executed in the new matter, the new matter will be considered 
as original and eligible for copyright.37 
When dealing with direct infringement, it is necessary to look at a third party who 
copies an artwork without the owners’ authorisation and thereafter uses it for 
purposes of commercial exploitation, by misusing or misappropriating a 
substantial part of the work or copying the work in its entirety.38 
Since a work can be partially original, the amount of the protected work that is 
copied is irrelevant.39 The fashion designer would need to prove that a significant 
part of his/her work was used in the infringing work.40 This may be difficult 
because in some instances where time, energy and effort went into the 
reproduction of an infringing work, it may have resulted in a new version, with 
unique additional embellishments.41 
In Galago Publishers (Pty) Ltd and Another v Erasmus42, the court held that 
where infringement by reproduction occurs, it must be shown that there is 
‘objective similarity’ between the alleged infringing work and the original work, or 
that a substantial part of the original work was reproduced. The infringing work 
need not be identical to the original work.43 Further, the original work must serve 
as the source of derivation for the infringing work, resulting in a direct or indirect 
‘causal connection’ between the two.44 
A fashion designer who owns the copyright would have to establish the above 
points in order to succeed in a copyright infringement claim,  proving that actual 
copying of the work took place, be it in whole or in part, not just that a mere 
similarity between the two works exist. 
It is therefore worth noting that where there is the making of a work, even if it is 
similar or identical to the copyright protected work, it will not constitute 
                                                                 
37 Dean (note 35) 1-23. 
38 Section 23(1) (note 11). 
39 Dean (note 35) 1-23. 
40 Ibid. 
41 Ibid. 
42 1989 (1) SA 276 (A) at 280 A-D. 
43 Ibid par 6. 
44 Ibid. 
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infringement if the creator produced the second work independently and without 
reference to the protected work.45  
For example, jewellery designer, Designer A, creates a set of stackable name 
rings and markets these on her website. Designer A then discovers Designer B’s 
website page on which Designer B also offers for sale, personalised stackable 
name rings. 
Designer A, in a ‘cease and desist’ letter to Designer B, claims that she has 
copyright protection in respect of the two-dimensional jewellery designs. 
Designer B, not disputing that Designer A has exercised due skill and labour in 
producing her ring designs, responds by stating that she herself has exercised 
original skill and effort in creating the alleged infringing designs. Designer B does 
this by studying a number of available designs online, and thereafter produces a 
range of her own designs in a way that doesn’t result in slavish copies of existing 
designs.   
Although Designer B’s alleged infringing ring designs may superficially resemble 
that of Designer A’s, it also resembles a large number of ring designs already in 
circulation.  
Therefore, Designer B in this instance may not have been aware of Designer A’s 
stackable ring designs at all, and if this is the case, Designer B will not be liable 
for copyright infringement. On the other hand, if Designer B did directly copy 
Designer A’s designs, it would be difficult for Designer A to prove in these 
circumstances. Perhaps if copies of the goods did not appear on other online 
sources, Designer A may have had a better chance of establishing a copyright 
infringement claim.   
Consequently, copyright law prevents the copying of a work or even a part of the 
work but does not prevent the creation of an identical work without copying.46 
Even in the instance where something looks identical to the protected work but 
                                                                 
45 Dean (note 35) 1-76. 
46 Ibid 1-75. 
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there would have been no copying involved, it will not result in copyright 
infringement.47  
3.2.2 Material form 
 
This requirement is provided for in terms of Section 2(2) of the Copyright Act in 
that there must be a physical or material manifestation or embodiment of an 
artistic work in order for copyright protection to be afforded.48 This would exclude 
protection of the ‘look and feel’ or idea and concept of an artistic work.49 
In infringement proceedings, consider a straightforward example of a two-
dimensional design that was copied exactly. There can be no doubt that copying 
took place of the ‘material embodiment’. 
However, difficulty may be experienced where broader concepts of a copyrighted 
work have been utilised to create a thing, especially in South African copyright 
law where no protection is afforded for idea or concept.50 
In the British case of Designers Guild Ltd v Russel William Textiles Ltd51, the 
similarity of an infringing fabric design did not relate to exact copying of detail, 
but rather to the overall combination and placement of flowers and stripes, which 
amounted to copying of a substantial part of the protected work.52 
A similar approach was taken in the Australian case, Elwood Clothing Pty Ltd v 
Cotton on Clothing Pty Ltd53, where emphasis was placed on the layout related 
to the selection, arrangement and style of the copyright protected work as a 
whole, and was therefore seen as matter of expression, not just an idea or 
concept.54 
Although copyright protection in the USA does not extend to the ‘look and feel’ 
of fashion items, protection for this can be sought through trade dress.55 This will 
                                                                 
47 Ibid. 
48 Dean & Dyer (note 17) 19. 
49 O Dean ‘Handbook of South African Copyright Law’ (2012) 1 -79. 
50 Ibid 1-25. 
51 HL 28 Nov 2000. 
52 Dean (note 49) 1-78. 
53 [2008] FCAFC 197. 
54 Dean (note 49) 1-78. 
55 Witzburg (note 10) 1132. 
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be discussed further in relation trade mark law under 5.8 The Absence of Trade 
Dress Protection in South African Trade Mark Law. 
Contrary to the above, there is no protection afforded for the ‘look and feel’ of a 
fashion article in South African IP law, in any relevant form. To some extent, this 
is fair. However, insofar as ‘look and feel’ can be separated from idea or concept, 
South African courts should perhaps take into account when a significant part of 
a copyright protected work has been copied.56  
For example, popular and well-established bridal couture fashion designer, 
Designer X, who expends original skill and effort in the design concept for her 
fashion catalogue, comes across a similar layout of goods in a fashion catalogue 
belonging to startup designer, Designer Y.  
Unfortunately for Designer X, who may feel that the unique ‘look and feel’ of her 
fashion catalogue has been copied, Designer Y, who will most likely claim that 
she has also expended original skill and effort in creating her fashion catalogue , 
will not be guilty of copyright infringement. 
3.2.3 Qualified person 
 
This requirement deals with the ownership of copyright and states that the author, 
being a qualified person, must be a South African citizen or an individual 
domiciled or resident in South Africa.57  
The author in relation to the artistic work is usually the person who first makes or 
creates the work58 and therefore, the fashion designer who creates the original 
artwork in material form, including a designer who, for example, produces digital 
drawings using a computer59, will be the owner of the copyright.60 However, 
where an artistic work is made during the course and scope of the designers’ 
employment, the employer would be the owner of the copyright.61  
                                                                 
56 Dean (note 49) 1-79. 
57 Section 3(1)(a) (note 11). 
58 Ibid Section 1(1). 
59 Dean (note 49) 1-36. 
60 Dean & Dyer (note 17) 20. 
61 King v SA Weather Service (716/07) [2008]. 
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In some cases, difficulty may arise in determining the exact moment that a work, 
capable of copyright protection, comes into being. In the fashion design process, 
it is understood that there are several stages involved. During each stage of 
development, there is a point at which a work reaches its final form and is 
thereafter exploited or reproduced accordingly.62 Although this is to be 
determined on a case-by-case basis, it is understood that the final, complete 
version, ready for utilisation and/or commercial exploitation, is the work in which 
copyright exists.63 
Professor Dean makes use of a relevant example in respect of an artistic work, 
such as a design printed on fabric.64 Here, the design may have first been 
captured by the designer as a rough sketch to be developed into a painting later 
on. The painting would thereafter be transformed into the textile design.65  
The rough sketch would therefore be seen as a stage in the development process 
and will not be considered to be the ‘complete work’. The painting would then 
form the basis of the ‘copyright work’ and the textile design would be the final 
product to be ‘commercially exploited’.66 
In light of the above example, it may be possible for there to be two authors, each 
having copyright in separate works. The first author would be the artist of the 
work embodied in the painting, while the second would enjoy copyright protection 
in the textile design.67 
Essentially, the author of the work is the person responsible for the material 
embodiment of the work, once again reinforcing the point that the originator of 
an idea or concept cannot claim any rights in an idea alone.68  
3.3 The Limited Application of Copyright Protection for Fashion Items in the USA 
Automatic copyright protection is also afforded in the USA in respect of two-
dimensional works such as sketches/drawings. However, it is possible to register a 
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copyright protected work with the USA Copyright Office, as registration, in most of their 
courts, is a prerequisite to sue for copyright infringement.69 In limited instances, USA 
copyright protection also extends to certain features or components of fashion articles, 
such as intricate textile designs.70 
The main reason for the limited application of rights is because a complete fashion 
garment is seen as utilitarian in nature71 and where the design of a garment cannot 
exist separately from the utilitarian aspect of it, no copyright can be afforded.72 Despite 
the aesthetic appeal of a pair of pants, for example, there is difficulty in separating it 
from its utilitarian nature.73 
In an application of the above, a distinction is usually drawn between fabric and dress 
designs. The former, for example, would relate to a repeated pattern or print on a 
dress, which copyright protection extends itself to since the pattern could be separated 
from the dress it was applied to.74 The latter would refer to the final product, which 
would be the shape, style and cut of the dress to which no copyright protection is 
afforded.75  
Garments that serve additional functions such as costumes may, at times, be 
registrable where the design elements can exist independently from the overall 
function.76 Items like prom dresses on the other hand, could pose more of an issue as 
decorative elements may be ‘intrinsic’ to certain fashion items and not necessarily 
separable therefrom.77 
USA case law has displayed much confusion over the topic. It is therefore important 
to consider the possible impact of the SCA decision, Star Athletica L.L.C v Varsity 
Brands Inc.78 which deals with the issue of ‘physical separability’.79  
                                                                 
69 Witzburg (note 10) 1134. 
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71 In l ine with Section 101 (note 29). 
72 Witzburg (note 10) 1135. 
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The case involved copyright infringement proceedings being instituted over two-
dimensional designs as applied to cheerleading uniforms.80  
The test for establishing whether certain designs of useful articles were worthy of 
copyright was set out in two steps. The first is whether the two or three-dimensional 
‘work of art’ can be perceived as separate from the useful article; and the second is 
whether a two or three-dimensional design would qualify as a protectable ‘pictoral, 
graphic or sculptural work’, either on its own or in some other medium if imagined 
separately from the useful article.81 
Varsity brands were able to satisfy the above test, creating some hope for fashion 
designers who wish to enforce their copyright in future. 
However, a different approach was taken in the case of Puma SE v Forever 2182,  
when Puma was denied copyright protection over certain design elements of their 
shoes. They were frustrated at the outcome and stressed their concern over how 
trends are taken advantage of in the short time frame for which they are valuable.83 
In an attempt to extend copyright protection to useful fashion articles such as clothing, 
handbags and eyewear84, a proposal has been put forward in terms of the Innovative 
Design Protection Act of 2012 (IDPA),85 affording designers three years’ worth of 
copyright protection over their fashion articles and allowing them to sue for copyright 
infringement where it can be proven that exact copying took place.86 
The implementation of the IDPA may assist fashion designers in matters of counterfeit 
goods and design infringement cases, especially in instances where fashion retail 
stores like Zara and H&M copy designs of big fashion houses, selling knock-offs of 
high-end products at a much lower cost.87 
On the other hand it has been argued, in accordance with the ‘piracy-paradox’ , that 
copying promotes innovation and benefits those who come up with the original 
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designs.88 It has further been stated that well-established fashion houses will not suffer 
a great deal because they appeal to high-end customers who are more than happy to 
pay exorbitant amounts for their creations.89 
It appears unlikely that the implementation of the IDPA will take place anytime soon 
as the USA generally adopts a strict approach in affording copyright protection within 
the fashion industry.  
Comparatively, the law and application discussed under the following heading will 
show how South African copyright law goes a step further in affording protection for 
fashion design.   
3.4 Exceptions in South African Copyright Law 
3.4.1 Reverse engineering  
  
• the law 
 
Section 15(3A) of the Copyright Act deals with the so-called exception of ‘reverse 
engineering’. It states that where a copyright owner has directly or indirectly 
produced and sold three-dimensional derivative articles of his or her work 
anywhere in the world, and such derivative articles primarily have a ‘utilitarian 
purpose’90 and are made by an ‘industrial process’91, no infringement occurs 
thereafter by the making of unauthorised reproductions, by means of indirect 
copying.92 
In Bress Designs (Pty) Ltd v G Y Lounge Suite Manufacturers (Pty) Ltd and 
Another93, it was held that a peculiar, yet original M shaped sofa had a primarily 
utilitarian purpose and thus fell within the ambit of S15 (3A). This was based on 
the principle that the purpose of the article and not the article itself must have a 
primarily utilitarian purpose for the Section 15(3A) exception to apply. 
                                                                 
88 K Raustiala, C Sprigman ‘The piracy paradox: Innovation and intellectual property in fashion design’ (2006) 3. 
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In applying the above to fashion design, despite the intention of a designer being 
to create a garment that appears attractive, clothing is primarily utilitarian in 
nature. However, it is also important to consider the other requirements of 
Section 15(3A) in order to determine its applicability.  
The case of Helm Textile Mills (Pty) Ltd v SA Fabrics CC and Others94, involved 
a woven textile, to be applied to furniture at some later stage, in which 
considerable time and effort was expended.95 The respondents in the matter 
admitted that samples of the original works were copied identically.96  
The court stated that where an item of furniture with the woven textile was 
purchased for a utilitarian purpose, despite it being aesthetically pleasing, the 
textile would not be protected in terms of the Copyright Act. However, the 
opposite would be true where the complete article, containing the woven textile, 
was bought as a collector’s item.97 
It was held that it was irrelevant whether the respondents copied the original work  
of the applicant, due to the finding that a woven textile design, where a colour 
pattern was embroidered in the weaving, fell within the scope of Section 15 
(3A).98 The allegedly infringing textile was therefore seen to be a three-
dimensional reproduction with a primarily utilitarian purpose.  
The above case can be criticised for its incorrect application of the Section 15(3A) 
exception. The court should have seen that the woven textile was afforded 
protection through the ‘pattern and ornamentation’ thereof and further, that the 
circumstances of a woven design do not render the article a three-dimensional 
one.99 Therefore, the textile did not have a primarily utilitarian purpose as and 
when it was sold. Only later on would it be applied to furniture, which arguably at 
that stage, it could be considered in terms of S15(3A).  
• practical application of law 
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In summary and insofar as the exception relates to the South African fashion 
industry, where embroidered textiles are to be applied to clothing (as was to be 
applied to furniture at a later stage in the Helms case), the Section 15(3A) 
exception should not apply. This stance would also be taken in terms of USA 
copyright law. 
Where an unauthorised third party transforms a sketch/drawing or related 
copyright protected work into a three-dimensional article, the copyright owner, 
most likely the fashion designer, would be entitled to sue for copyright 
infringement.100 However, in the USA, unless the ‘physical separability’ test is 
passed in the circumstances, the fashion designer will have no copyright in the 
reproduced fashion article, and where copyright protection is afforded, it will be 
limited to the element which can be separated from the garment as a whole.101  
In terms of South African copyright law, there will be no copyright infringement 
where a three-dimensional version of the sketch/drawing is not causally 
connected to the actual sketch/drawing or related copyright protected work.102 
Where for example, a designer, from their copyright protected work, industrially 
produces items of clothing for sale to the public/retail outlets, and where these 
items of clothing are thereafter reproduced by a third party without the 
authorisation of the copyright owner, Section 15(3A) will prevail.   
However, if for example, a South African fashion designer sews a once-off 
garment from their two-dimensional sketch/drawing for an exhibit at a fashion 
show, and the garment is thereafter copied by an unauthorised third party, the 
Section 15(3A) exception will not apply due to the absence of the ‘industrial 
process’ requirement. The opposite will be true where this occurs in the USA, as 
no copyright protection will be extended to the reproduced garment. Despite 
there being no mass-production involved at that stage, unauthorised third parties 
who copy, can get away unscathed.  
Consequently, Section 15(3A) was introduced into the South African Copyright 
Act to prevent copyright owners from effectively using their copyright as a form 
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of unregistered design and thus preventing competition in the manufacture of 
technical products.103 Even though it may seem so at first glance, it was never 
the intention of Section 15(3A) to deprive authors of copyright protection in their 
aesthetic creations104 as appears to be the case for copyright protection afforded 
to fashion garments in the USA. 
3.4.2 Fair use 
 
Section 12 of the Copyright Act deals with the exception of ‘fair use’. 
Where, for example, a two-dimensional artwork in respect of a fashion design is 
copied for purposes of research, private study, criticism or for purposes of 
reporting a current event,105 it is unlikely that copyright infringement will ensue.  
For the above defence to succeed, it must be determined whether the particular 
use was for an exempted purpose as per Section 12 of the Copyright Act, and 
secondly, whether the use was fair.106 
In terms of USA copyright law, there is no set list of exceptions provided. Instead, 
certain factors such as the purpose and character of the use, the nature of the 
copyrighted work, the amount and substantiality of the portion used and the effect 
upon the plaintiff’s potential market, must be considered.107 South African courts 
should perhaps take these factors into account, on a case-by-case basis, when 
applying the Section 12 defence. 
 
Nevertheless, the general rule will stand that copying an entire work will not be 
seen as ‘fair use’ where the economic interests of the copyright owner are 
adversely affected, in that the owner ought to have obtained remuneration for the 
copying of its work.108 For example, where a two-dimensional design or textile 
which meets the requirements of copyright protection is copied by another 
designer for commercial gain, the ‘fair use’ exception will not suffice.  
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3.5 What Constitutes Indirect Copyright Infringement? 
Indirect or secondary infringement relates to a person who deals in infringing articles109 
and performs any of the acts stated in Section 23(2) of the Copyright Act, including 
importing goods into South Africa for a purpose other than for private and domestic 
use110; selling111 or distributing112 copyright protected goods without the authorisation 
of the copyright owner. 
In addition to any of the above acts, the injured party claiming infringement must prove 
‘guilty knowledge’ on the part of the infringing party.113 
This section also relates to further issues, which will be discussed in more detail under 
7.3 Parallel Importation. 
3.6 The Duration of Copyright 
In terms of South African copyright law, a fashion designer would enjoy copyright 
protection for the duration of their life and 50 years after their death.114 
Once copyright expires, it falls into the public domain and other designers will not 
require permission prior to using these expired works. They will however not be 
permitted to pass the work off as their own and must acknowledge the work of the 
previous designer who owned the copyright.115  
3.7 Conclusion 
With the above in mind, it can be seen that South African fashion designers are 
afforded adequate legal protection for their original artwork, sketches and drawings in 
material form.  
The Copyright Act combined with international treaties and conventions such as the 
Berne Convention, allow for South African fashion designers to enforce their legal 
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rights and pursue a claim where such rights have been infringed in South Africa and 
possibly elsewhere.  
In respect of the exceptions to copyright, it is incorrectly assumed by many that 
copyright protection afforded to fashion designers is restricted to a large extent. A 
correct interpretation and application of legal principles and statutory law in these 
instances prove otherwise. 
When comparing the Section 15(3A) exception to the standard application of copyright 
law in the USA, it can be seen that South African designers are in fact afforded greater 
protection from unauthorised copying. This exception in our law also serves its 
intended purpose, which is to prevent copyright law from stepping into design law 
territory.  In light of this, proposals made in terms of the IDPA to extend copyright 
protection in the USA, will not be necessary in our law. 
It is also easy to confuse design law elements with copyright protection when 
attempting to understand the particular roles that copyright, and design law play in the 
fashion design process. It is important to differentiate between the artistic work and 
the final product as well as understand the limitations of the different rights, for 
example, the application of Section 15 (3A) of the Copyright Act. 
Once a closer look is taken into the applicability of the Designs Act, relevant case law 
and appropriate examples, it is hoped that any such confusion will be cleared.  
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4. DESIGN LAW AND ITS APPLICABILITY IN THE FASHION SECTOR 
4.1 Introduction  
When consumers wish to purchase an article for use, such as an item of clothing, they 
are often influenced by appearance. Where one article with a particular design may 
sell better than one without it, it is most likely profitable to use the design and of course, 
register it.116  
Design law tends to be underestimated by our local designers, often to their detriment, 
when they do not consider design protection in their creative process.117 
A logical stage in the act of creating a fashion item is to look at protecting the outward 
appearance of a fashion article in its physical and three-dimensional form.  
4.1.1 Registered design law in South Africa 
 
Section 1 of the Designs Act118 makes provision for two types of possible 
registrations, being aesthetic and functional designs. The scope and application 
of these design categories need to be understood so that one may determine the 
appropriate avenue in respect of filing design applications for fashion items.  
The registrability of a design is determined according to the intrinsic and extrinsic 
characteristics of the design. The intrinsic characteristics are what a design really 
is. The extrinsic characteristics are the legal standards which a design must meet 
to be ‘registrable’.119  
4.2.2 The equivalent of registered design law protection in the USA 
In the USA, design patent protection can be sought for the protection of aesthetic 
designs.120 This protects new, original and ornamental designs and allows for the 
protections of actual fashion designs, but is limited to the elements which are 
novel.121 Novelty, as will be seen from an explanation of our law, is an essential 
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requirement for a registered design or design-patent in the USA. For example, 
novel embroidery on a part of a fashion garment may be eligible for design patent 
protection but no protection can be claimed for the ‘configuration’ of that part of 
the garment.122 
Designs which incorporate pre-existing designs or re-workings of older designs 
will not qualify for design-patent protection in the USA.123  Further, no holistic 
protection is offered for a garment in respect of design patent protection, once 
again resulting in limited protection being afforded.124 
4.2 Aesthetic Designs 
4.2.1 Intrinsic characteristics 
 
An aesthetic design means any design applied to an article, whether for the 
pattern, shape or the configuration or ornamentation thereof, or for any two or 
more of those purposes, and by whatever means it is applied, having features 
which appeal solely to the eye, irrespective of the aesthetic quality thereof.125  
When talking about an aesthetic design being ‘applied to an article’, it is inclusive 
of any article of manufacture and also includes a part of such article if 
manufactured separately.126 For example, if a shoe and a patterned heel were 
made separately and were subsequently fitted together, the final design could 
possibly be registered as an aesthetic one. 
Both pattern and ornamentation signify something in two-dimensional form as 
opposed to three-dimensional.127 In general, pattern refers to decorative or 
artistic design, such as a floral print on a shirt. The word ‘ornamentation’ is then 
used to refer to an adornment on a fashion item, for example, a necklace that is 
attached to the collar of a shirt.  
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It must also be noted that the natural meaning of ‘pattern and ornamentation’ do 
not necessarily exclude colour.128 For example, designs for football shirts with 
the same basic pattern but distinctly different colours could both be registered as 
aesthetic designs, if the definitive statement129 accompanying the design 
applications are appropriately phrased.130  
The words ‘by whatever means it is applied’, includes an application of a design 
to an article by painting, printing, embroidering, weaving, sewing (and the like), 
but also covers future technological means of applying designs to articles.131 
It is also a requirement that aesthetic designs ‘appeal to and are judged solely 
by the eye’. The question to ask is whether the relevant feature is included as 
part of the design, solely for the reason that it performs a function, or whether the 
article also has in addition thereto, aesthetic appeal. The latter would then 
generally be seen as an aesthetic design.132 
When looking at whose eye the features must appeal to, the answer could be the 
court, the consumer or even the eye of the fashion designer him/herself. The 
case of Swisstool Manufacturing Co v Omega Africa Plastics133 held that the eye 
to be considered is the ‘eye of the court’ but that the court should look at the 
design ‘through the spectacles of the customer’.134  
4.2.2 Extrinsic characteristics 
  
When referring to extrinsic characteristics, an aesthetic design will have to be 
new, original and for an article which is intended to be multiplied by an industrial 
process.135  
As with USA design patent law, the novelty requirement is essential. In terms of 
the Designs Act, fashion designers would be able to register a design if it is new 
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and different or if it does not form part of the state of the art immediately before 
the date of application for registration or the release date thereof (date at which 
the design was made public), whichever is earlier.136 
Essentially, aesthetic design refers to what the actual article looks like, or 
alternatively, whether a purchaser would be influenced by the appearance of the 
article.137 The registration of an aesthetic design will therefore be relevant to 
fashion designers who seek design protection for the pattern and/or 
ornamentation applied to their clothing but once again, should be cautious of the 
accompanying drawings and definitive statements which ultimately represent 
their design application. 
An example of an aesthetic design application that is likely to proceed to 
registration would be a unique South African traditional pattern applied to the 
side panel of a shoe.138 If the pattern is the reason why a customer purchases 
this particular pair of shoes, aspects such as the aesthetic quality is irrelevant, 
and the mere fact that the features are ‘judged solely by the eye’ is sufficient’ .139  
4.3 Functional Designs 
4.3.1 Intrinsic characteristics 
 
A functional design, intrinsically, is a design applied to any article whether for the 
pattern, shape, configuration or for any two or more of such purposes by 
whatever means it is applied, having features which are ‘necessitated by the 
function’ of the article.140  
Once again, let us look at the shoe and patterned heel which are manufactured 
separately but are subsequently fitted together. A registered functional design 
application would only be applicable in the instance where the sole aim of the 
patterned heel has some sort of purpose, for example, to improve ones’ grip while 
rock climbing.  
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4.3.2. Extrinsic characteristics   
 
Extrinsically, a functional design must also be new, not commonplace and for an 
article which is intended to be ‘multiplied by an industrial process’.141 The same 
importance is placed on novelty as with aesthetic designs in that a functional 
design should not be a trivial alteration to an existing design when viewed 
through the eyes of a person skilled in the field of articles to which the design is 
applied.142 
In looking at the design of the ‘Scoody’, being part scarf and part hoody, despite 
the aesthetic appeal it may have in respect of its different patterns/colours, this 
article of clothing will be registered as a functional design due to the clever 
combination of the two functional aspects which may be made from a variety of 
materials.143 Ultimately, the ‘Scoody’ serves the function of having a scarf and a 
hoody in one garment.  
4.4 The Importance of Industrial Process as a Requirement 
Where the Section 15(3A) exception of the Copyright Act does not allow the fashion 
designer to enforce copyright protection for an industrially produced three-dimensional 
garment which was thereafter copied, would a registered design be enforceable?  
As per the Bress-Designs144 case, an important factor to note is that a registered 
design would have to be mass produced. A single fashion item would therefore not 
meet the requirements of a registered design in terms of the Designs Act but may be 
afforded copyright protection in the circumstances. 
In the same token, design law will come to the rescue of the fashion designer where 
the copyright exception of Section 15 (3A) denies them copyright protection, subject 
to the design having met all the requirements for registration in terms of the Designs 
Act. The law ties up in this sense because if it were not for the above exception, 
copyright law would be overstepping into design law territory. 
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4.5 Should Fashion Items be Registered as Aesthetic or Functional Designs? 
Some have interpreted the obvious answer to this question to be functional designs 
for the reason that clothing tends to be functional in nature. It has further been stated 
that if fashion design extended itself to the protection of aesthetic designs, it would 
create a monopoly of rights within the fashion industry.145  
In light of the above discussion of both aesthetic and functional design requirements, 
it is safe to say that items of clothing can in fact be filed as either aesthetic or functional 
design applications (sometimes both), depending on the design itself.  
In summary, the general principles for filing a design application will allow for the 
registration of an item of clothing by the mere fact that the designer wishes to seek 
protection, ‘for the pattern, shape or the configuration or ornamentation thereof, or for 
any two or more of those purposes, and by whatever means it is applied’.146 
What then determines whether the design should be filed as an aesthetic or functional 
one is based on whether the particular fashion item is ‘judged solely by the eye’147 or 
is ‘necessitated by the function’.148  
It must also be re-iterated that aesthetic design registrations need not be exclusively 
aesthetic but may combine both aesthetic and functional features. This is the reason 
why, items of clothing which appear to be functional in nature, are not entirely excluded 
from being filed as aesthetic designs, as with the example of a unique patterned heel 
applied to a shoe. The shoe would then be ‘judged solely by the eye’ when being 
purchased by the customer. The functional features of the shoe, such as the shoelace 
for example, would be excluded from protection.149 
The notion that fashion items can only be filed as functional designs is therefore a 
misinterpretation of the purpose of aesthetic and functional designs in terms of the 
Designs Act. 
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Further, the grant of a design registration is far from being without its limitations. Not 
only are registered functional and aesthetic designs valid for 10 and 15 years 
respectively, they are also limited to the extent of the definitive statement and drawings 
which accompany them. It would therefore never have been the intention of the 
legislature to afford the designer an absolute monopoly of rights.150  
4.6 Who is the Owner of the Registered Design? 
The owner of the design would be the person who really represents, creates or gives 
effect to the idea or imagination of the design151, most likely to be the fashion designer 
him/herself. Alternatively, the person who is most nearly the effective cause of the 
completed design, would be deemed to be the owner of the design.152  
4.7 Design Infringement in South Africa 
A third party can only potentially infringe a design if they have imported, used, or 
disposed of any article embodying the registered design, or a design not substantially 
different from the registered design.  
In respect of the test for infringement as summarised in BMW vs Grandmark,153 it must 
be established that the allegedly infringing act is of such a nature that it could constitute 
an infringement of a registered design or otherwise, be excusable. Further, the article 
in issue must be included in the same class as the registered design. This can assist 
in the determination of whether the novelty requirement is met, as it would be ruined 
if the registered design was filed in the wrong class. In addition to the above, the 
alleged infringement must fall within the scope of the registration in respect of the 
definitive statement and accompanying drawings filed in support of the application for 
registration. Finally, the defendant or respondent must have a valid defence.154  
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In light of the above, where Designer A could not establish a successful case of 
copyright infringement for her stackable name rings, could she possibly seek recourse 
against Designer B in terms of the Designs Act?  
Assume that Designer A had in fact applied to register an aesthetic design for ‘A SET 
OF JEWELLERY ARTICLES’, accompanied by a definitive statement and drawings 
depicting top, front and side views of the ring, displaying the name ‘JOE’ in the space 
where a name would be inserted.  
Whether the alleged infringing stackable name ring design constitutes an infringement 
must be determined by the ‘eye of the court’, ‘through the spectacles of the likely 
beholder’ in the class of article to which the design is applied.155 This will have an 
impact on the interpretation of the scope of the design, as well as the infringement of 
the design.156 
In practice, a design and an allegedly infringing article are hardly ever identical, and 
the phrase ‘substantially different’ is a key term. The court will therefore need to 
compare the allegedly infringing article with the registered design.157 This approach 
was adopted in Clipsal Australia Pty Ltd v Trust Electrical Wholesalers,158 where it was 
stated that there must be ‘a determination of whether the respondent’s products 
embodies the registered design or a design not substantially different from the 
registered design’.159 The court therefore looks for substantial differences and not just 
general differences.160  
The case of Chespak (Pty) Ltd v MCG Industries (Pty) Ltd 161 reinforced the above 
principle by setting out the test in the form of the following question: “Has the alleged 
infringement substantially the same appearance as that of the registered design?” This 
shows that small insubstantial differences will generally not save a third party from 
infringing a registered design of a fashion designer.162 So far, it would appear that the 
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allegedly infringing set of stackable name rings do have substantially the same 
appearance as the designs belonging to Designer A.  
It is also sometimes necessary to determine what the essential features of the design 
are.163  Simply put, If the essential features have not been adopted, there will be no 
infringement.164 
One then turns to the definitive statement which outlines the scope of the claimed 
design.165 As established in the case of Tesla Radio Corp of SA (Pty) Ltd v Mullard SA 
(Pty) Ltd,166 where there is no specific claim in the definitive statement to any particular 
feature or features of the design depicted in the representations, the design 
registration is a registration for the design as a whole, and another design will be an 
infringement only if it is not substantially different from the registered design looked at 
as a whole.167 
On the other hand, where certain features are disclaimed in respect of the 
accompanying drawings or perhaps emphasised with regards to what the proprietor 
believes are the essential features of the design, the definitive statement will be crucial 
in determining the scope of protection claimed.168 
What defence will Designer B then use in this instance? Could she possibly plead 
ignorance of Designer A’s design registration or put forward that she had no intention 
of copying Designer A’s design? What if Designer B submits that she will restrain her 
infringement of the design? 
To answer the above questions, it is firstly important to note that ignorance is not a 
valid defence and will not prevent the court from granting an interdict against Designer 
B. 
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Further, the absence of an intention to infringe is not a valid defence169 and Designer 
B ceasing continued infringement of Designer A’s design will hold no relevance in the 
matter. Designer B will still be guilty of infringement.170 
Perhaps the following options serve as more viable solutions to Designer B: 
In terms of the Designs Act: 
“In any proceedings for infringement the defendant may counterclaim for the 
revocation of the registration of the design and, by way of defence, rely upon any 
ground on which the registration may be revoked.”171 
There are also other well-known defences such as a denial of the registered 
proprietor’s title to the registered design; estoppel; leave and licence; election; and the 
‘Gillette defence’.172 
The so-called ‘Gillette defence’ is said to be available to a defendant who is able to 
establish that at the date of registration of the design, the act of alleged infringement 
complained of was neither novel nor original or was commonplace.173  
Therefore, to come to Designer B’s rescue in this instance, the following argument 
could be put forward: 
Firstly, although Designer B may admit that her stackable name rings are substantially 
similar to the registered design application, she could argue that the design application 
is directed to a name ring featuring the name ‘JOE’, without any disclaimer of the name 
being entered.  Designer B’s allegedly infringing design, not featuring the name ‘JOE’ 
in particular, means that her ring designs would not have infringed Designer A’s 
design.  
This is where the crucial interpretation of the definitive statement, explained above, 
becomes relevant. Designers should be made aware of the importance of the content 
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of their definitive statement, especially when claiming special features or entering 
disclaimers.174 
Secondly, where Designer B can prove that her ring design was first sold earlier than 
the filing date or release date of Designer A’s application, she would succeed in 
invalidating Designer A’s registered design application.  Designer B, in this instance, 
should also be able to corroborate this contention with dated sales documentation, 
accompanied by further proof from customers as independent third parties. 
The above would be a successful execution of the ‘Gillette Defence’.  
Finally, Designer B, having found proof that virtually identical stackable name rings to 
Designer A’s were posted prior to the design application of Designer A  (prior 
publication), can lead the court to the conclusion that Designer A’s design is in fact 
invalid for lack of novelty.  
4.8 Design Patent Infringement in the USA 
When deciding on design patent infringement, the USA courts compare the patented 
and allegedly infringing designs as a whole.175 
In Crocs Inc. v Int’l Trade Comm176, the appellant sued 11 respondents for violation of 
their utility and design patent foam footwear. 
The Federal Circuit went against the first two rulings, emphasising that the observer 
test in determining whether design patent infringement has occurred is as follows:  
“an ordinary observer, familiar with the prior art designs, would be deceived into 
believing that the accused product is the same as the patented design”177 and 
“if the claimed design is close to the prior art designs, small differences between the 
accused design and the claimed design assume more importance to the eye of the 
hypothetical ordinary observer.”178 
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However, the observer will probably consider the overall effect the differences have 
on the design before placing importance to such differences.179 
The test therefore applies to the design in its entirety and the deception that arises is 
a result of the similarities in the overall design, not of the similarities in ornamental 
features in isolation, and not of substantial differences as in South African law. 
Nevertheless, the test as applied in the USA has the same effect as the South African 
position in that minor differences between the two designs cannot overcome a claim 
for infringement.180  
It was held that when compared side to side, the allegedly infringing design can be 
seen to embody the overall effect of the Crocs shoe. 
It was further held that a heavy reliance on the detailed verbal construction may cause 
too much of a fact finder approach to be taken in cases like these181 and for this 
reason, descriptions should always be accompanied by drawings as an assisting 
mechanism, not a distracting one.182  
As seen from a discussion of our law, South African courts also rely on the detail of 
definitive statements accompanying design registrations but do so to establish what 
special features are being claimed and what disclaimers have been entered. Likewise, 
this should be done in conjunction with an analysis of the accompanying drawings.  
4.9 Conclusion  
Consequently, the protection afforded by a registered design is limited to the specific 
appearance of an article, or by the specified features of the article, and is further limited 
by the scope of the class in which the design is registered.183 Design patents afforded 
in the USA are also so restricted to the novelty of new, original and ornamental 
designs.184 
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Nevertheless, there is in fact adequate design law protection afforded to South African 
fashion designers, balanced out by necessary limitations so as to not afford designers 
an absolute monopoly of rights within the design arena. 
The limitations of registered design applications are essential, more so to avoid 
overlap with other forms of IP such as copyright law, patent law and even trade mark 
law in certain instances. Where, for example, the industrial process requirement 
prevents registered design protection from being sought for a once-off design, perhaps 
trade mark law will provide an avenue for protection.  
It can also be seen from the above that the current design law regime in South Africa 
as compared with design patent protection afforded in the USA, serves its intended 
purpose. Where it appears to fall short, other relevant forms of IP will most likely fill in 
the gaps.  
41 
 
5. THE ROLE OF TRADE MARK LAW IN THE FASHION INDUSTRY  
 
5.1 Introduction 
The law of trade marks is highly relevant to the fashion industry and assists the fashion 
designer where it is difficult for copyright and design law to do so. This will also be 
seen through a comparative analysis of trade mark protection afforded in the USA, 
which, as previously mentioned, extends to trade dress protection.185 
Where design registration seeks to protect the appearance of the article,186 it does not 
link the appearance of the article with the underlying goodwill associated with the 
supplier of the article like trade marks do.187 Distinctive fashion trade marks such as 
GUCCITM, and CHANELTM ,for example, may relate to similar types of goods, but each 
mark carries its own indefinite sense of reputation and goodwill, acquired through use, 
over a period of time.  
The Trade Marks Act188 describes a trade mark as “a mark used or proposed to be 
used by a person in relation to goods or services for the purpose of distinguishing the 
goods or services in relation to which the mark is used or proposed to be used from 
the same kinds of goods or services connected in the course of trade with any other 
person.”189  Where this definition is met, a trade mark will be considered ‘registrable’190 
in terms of Section 9 of the Trade Marks Act.  
A mark can further be described as “any sign capable of being represented graphically, 
including a device, name, signature, word, letter, numeral, shape, configuration, 
pattern, ornamentation, colour or container for goods, or any combination of the 
aforesaid.”191  
Where issues arise, Sections 34 and 35 of the Trade Marks Act must be considered. 
These sections primarily deal with trade mark infringement. 
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Acts of infringement, application of statute and case law, as well alternative solutions 
relevant to the trade mark registration process and enforcement of trade mark rights, 
will be discussed under the relevant headings below.   
5.2 Unregistrable Trade Marks 
Whereas Section 9 of the Trade Marks Act deals with ‘registrable marks’, Section 10 
of the Trade Marks Act provides instances where trade marks are ‘unregistrable’.192 
The most common reason for a mark being ‘unregistrable’ is that it is too descriptive 
of the goods/services it is used for or proposed to be used for. A fashion designer 
would therefore not be allowed to register the mark ‘DENIM’ as a brand name for jeans, 
or any other mark that describes the “kind or quality, quantity, intended purpose, value, 
geographical origin or other characteristics of their goods or rendering of services."193  
Further, and in line with Section 9, a mark is ‘unregistrable’ where it is not capable of 
distinguishing194 or where it is confusingly similar to other marks.195  
In the case of Bata Ltd v Fashions CC and Another,196 Bata owned the registered trade 
mark POWER in class 25, (related to clothing and footwear) and sought to prevent the 
use of POWER HOUSE (accompanied by a distinctive dog device/logo) in the same 
class.197 
Bata’s argument was based on Sections 34(1)(a) and (c) of the Trade Marks Act, in 
that POWER HOUSE was identical to their mark and would lead to confusion.198 
It was consequently held that the word ‘POWER’ was an ordinary/common word and 
therefore not distinctive enough. It would go against the intention of the legislature if a 
trade mark owner enjoyed exclusive rights in the word ‘POWER’ in respect of all 
fashion items.199 POWER HOUSE proved distinctive enough and Bata failed to 
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establish that the trade marks closely resembled each other to the extent that it was 
likely to deceive or confuse the consumer.200  
Section 10, subsections (3), (4) and (7) are also relevant to ‘unregistrable’ marks in 
the fashion industry and will be discussed under 5.4 Owner of a Trade Mark and the 
Possibility of Adopting International Marks. 
5.3 Unregistered Trade Marks Worthy of Protection 
Section 35 of the Trade Marks Act deals with ‘well-known’ marks under the Paris 
Convention and protects the use of these marks (or marks similar thereto) in respect 
of the relevant goods or services.201 
Where a mark is ‘well-known’, it need not be registered in South Africa to prevent its 
use.202 Instead, the mark must be protected by the Convention itself and any wrongful 
use of the ‘well-known’ mark must be likely to cause deception or confusion.203 
In determining whether a mark is ‘well-known’, the test established in the case of 
McDonald’s Corporation v. Joburgers Drive-Inn Restaurant (Pty) Ltd and Another 
SCA204 requires the mark to be known to persons who are interested in the goods to 
which the mark relates205 and further requires that a sufficient amount of people know 
the mark well, to entitle it to protection.206 
Where, for example, international trade marks have been adopted in South Africa, it 
would be important to understand when these marks are considered ‘well-known’ and 
whether such adoption should be allowed.  
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5.4 Owner of a Trade Mark and the Possibility of Adopting International Marks  
In respect of who may register a trade mark, it may be any trade mark owner who is 
using or intends to use the trade mark in South Africa. It is not required that the trade 
mark owner be a South African citizen.207 
However, a party that does not possess a bona fide claim to the ownership of a trade 
mark may not register it.208 Further, a mark cannot be registered where the applicant 
for registration has no bona fide intention of using it as a trade mark209 or where a trade 
mark application for registration was made mala fide.210 
If any trade mark was applied for in accordance with the above, it is possible to have 
the trade mark registration cancelled as it would fall under Section 10 of the Trade 
Marks Act.211 
It is therefore important to establish who the rightful owner of a trade mark is, especially 
in instances where international trade marks have been adopted in South Africa.  
The law as applied in the case of Victoria’s Secret Inc. v Edgards Stores Ltd212 has 
significant bearing on the way in which recent, similar cases have been decided. This 
is so even though Section 35 of the Trade Marks Act was not in force at the time the 
case was decided. 
The VICTORIA’S SECRET trade mark in class 25 was filed by Edgars on 7 February 
1986 (hereafter referred to as the ‘crucial date’) upon discovering that there had been 
no use of the mark in South Africa.213  
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By this stage, the respondent, Victoria’s Secret Inc., had established over 300 stores 
in the USA, their VICTORIA’S SECRET brand expanding into cosmetics and high 
fashion intimate apparel.214 
The issue of proprietorship came to light when the respondent filed their trade mark 
applications for VICTORIA’S SECRET in South Africa in 1988, one of which fell in 
class 25.215 They soon found that Edgars had been using the VICTORIA’S SECRET 
trade mark and alleged that the mark was deliberately and intentionally adopted by 
Edgars to appropriate and trade upon the goodwill and reputation of their company, 
concluding that Edgars were not entitled to claim proprietorship.216 
Edgars then submitted that on the ‘crucial date’, the respondent did not use the trade 
mark in South Africa, had established no reputation in respect of the trade mark and 
had no pending trade mark applications in South Africa. There was also no reason to 
believe that the respondent had any intention to use the mark in South Africa prior to 
learning that the VICTORIA’S SECRET trade marks filed by Edgars, had been 
advertised in the South African Patent Journal of June 1987.217  
The respondent argued that their use of the mark was in fact made before the ‘crucial 
date’, through published catalogues and international fashion magazines, that it was 
always their intention to sell their goods worldwide, including in South Africa and that 
their goods were always known by foreigners, including South Africans, who visited 
their stores in the USA.218 
Attention must be paid to the way in which the law was applied. 
It was determined that a ‘proprietor’ is a person/company that has appropriated a mark 
for use in relation to certain goods/services and has so used it or possesses the 
intention to use it.219 Where the proprietor is in issue, and where the mark in question 
has not yet been used, the intention to use the mark must be definite even though the 
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use will only take place in future. The intention to use the mark must be in respect of 
the immediate future and cannot be a mere possibility.220  
An additional important aspect of this case relates to the ‘territorial nature’ of trade 
marks. It was stated that even though it is frowned upon to make use of another 
persons’ trade mark for your own gain, copying another person’s ideas, devices or 
trade mark is not illegitimate per se.221 Where inspiration is drawn from a rival and 
some extent of copying of the general get-up of a product/brand is involved, it would 
be allowed without consequence, provided that it is made clear to the public that the 
goods being sold are not the goods of the rival manufacturer.222 It is important in this 
instance, that the ordinary purchaser of the goods is not deceived.223 
Further, where there is copying of a foreign mark in South Africa, there is no legal bar 
preventing a person from applying for the trade mark here, provided that it is not 
attended by ‘something more’ i.e. dishonesty, breach of confidence, and the like.224 
The use of a trade mark in foreign markets will therefore be irrelevant unless it can be 
shown that goods marked with the foreign mark have been imported into the country 
without authorisation, which was not the case here.225 
Despite the unavailability of protection afforded in terms of Section 35 of the Trade 
Marks Act at the time, the court still considered the idea of ‘well-known’ marks. 
However, they held that no matter how ‘well-known’ the VICTORIA’S SECRET mark 
was in the USA, there was no sufficient evidence as to how ‘well-known’ it was in 
South Africa.226  
The issue of fact was therefore whether Edgars or the respondent had used or 
proposed to use the trade mark in South Africa, and whether the use of the trade mark 
by Edgars would likely deceive or cause confusion to the ordinary purchaser.227 
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As a general rule in South African IP law, the application prior in point of time should 
prevail and be entitled to proceed to registration.228 Even though Edgars had not 
begun using the trade mark at that stage, they had a clear intention to make use of 
the mark in the immediate future, in connection with the relevant goods.  
The respondent failed to prove actual use of the mark in South Africa before the crucial 
date which is what they would have needed to do to succeed in their allegation of 
Edgars’ use of the marks causing deception/confusion.229 Edgars was therefore the 
rightful proprietor of the VICTORIA’S SECRET trade marks in South Africa.  
Interestingly enough, upon conducting relevant trade mark searches, it appears that 
the VICTORIA’S SECRET marks are now registered in the name of Victoria's Secret 
Stores Brand Management Inc. in the USA, most likely by virtue of an agreement or 
trade mark assignment.230  
However, the stance on the ‘territoriality’ of trade marks remain. This can be seen in 
cases such as AM Moolla Group Ltd and Others v Gap Inc and Others231 and New 
Balance Athletic Shoe Inc. v Dajee NO232 which followed the judgement of the Victoria’s 
Secret233 case and allowed for the registration of international trade marks (GAP and 
PF respectively) to be registered in the name of different proprietors. 
The Gap234 case also reinforced the ‘territoriality’ principle by referring to Article 6(3) 
of the Paris Convention which states that “a mark exists only under the laws of each 
sovereign nation.”235 Further, the case highlighted the position followed by the USA in 
terms of the Lanham Act236, that actions seeking to enforce trade mark rights that exist 
only under foreign law, will not be entertained.237 
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The Victoria’s Secret238 case also had a major influence on the SCA in the September 
2018 case of Truworths Ltd v Primark Holdings.239  
Truworths had applied for the removal of PRIMARK (in the name of international 
company, Primark Holdings) in class 25 by relying on Sections 27(1)(a) and (b) of the 
Trade Marks Act, stating that Primark neither had a bona fide intention to use 
PRIMARK in South Africa, nor was there any actual bona fide use of the mark for the 
legislative period provided for in the Act.240  
What appeared to be true was that despite the registered mark being filed in 1976, 
Primark Holdings had not established a store in South Africa to date. Instead, they 
relied on protection afforded to them through the Paris Convention, stating that their 
mark was ‘well-known’ in South Africa and could not be expunged as a result.241   
In consideration of Section 35 of the Trade Marks Act and the test as set out in the 
McDonalds242 case, different approaches were taken by the two parties in determining 
the relevant sector to which a mark was to be ‘well-known’.243  
Primark took a narrow approach stating that their mark had to be well-known to the 
South African public who were interested in and active in the fashion-retail industry 
while Truworths took a wide approach and stated that the mark would have to be ‘well-
known’ to “all South Africans interested in clothes and accessories.”244 
It was held that when dealing with a trade mark that relates to fashionable but relatively 
inexpensive clothing that is sold to a large range of consumers, a trade mark wi ll have 
to be known by those potential customers, being the middle to lower income groups in 
this instance.245 
Consequently, Primark failed to establish an adequate degree of knowledge that the 
mark was ‘well-known’246 and further failed to prove their intention to use the trade 
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mark in South Africa.247 Their mark was therefore expunged but this is not to say that 
any application made by Truworths in respect of the PRIMARK trade mark, in any 
class of interest to them, will be successful.248  
What is interesting about this case is that Truworths never stated why they wanted to 
adopt the PRIMARK trade mark, only that they wished to use it for goods in class 25. 
It is however clear that Truworths, having been involved in the international retail 
space, was definitely aware of the PRIMARK trade mark overseas, with a view that 
the mark was not used here in South Africa.249  
It was an important discussion point as to whether Truworths aimed to register the 
mark to prevent Primark entering the South African market because, as reiterated in 
the New Balance250 case, a trade mark must be registered to be used and not to 
prevent others from using it.251 
In his concurring judgement of Truworths v Primark252, Willis JA confirmed the principle 
in the Victoria’s Secret253 case stating that where Truworths intends to be a copycat 
imitator of the PRIMARK brand, it will still be allowed in law so long as there is the 
absence of ‘something more’.254 
It is understood that the aim of protecting and preserving trade marks is to uphold the 
rights of the proprietor and prevent appropriation or dilution of the mark by another 
user.255 Where this is not the case, there can be no trade mark infringement. It is then 
unclear why the High Court exercised its discretion in favour of Primark when the 
whole point of expungement is to disallow a proprietor rights/statutory monopoly in 
respect of a trade mark when it does not make use of the mark for purposes of which 
the mark was granted.256  
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An alternateve viable remedy available to international trade mark owners with no 
registered marks in South Africa can be found in the Advertising Standards Authority 
of South Africa (ASA). In respect of the ASA, an advertiser is prohibited from copying 
or imitating an existing advertisement, wholly or in part, local or international, if the 
copying takes place in a way that resembles the original concept, detracting from the 
initial advertising value, whether or not there is a likelihood of deception or 
confusion.257  
This may have been able to offer Victoria’s Secret Inc. some recourse considering that 
at the time of the Victoria’s Secret258 case, they did not make use of their trade marks 
or establish reputation in South Africa and were therefore unable to rely on trade mark 
infringement or passing off.259 
However, despite the ASA being an option of recourse to the international trade mark 
owner, the concept of ‘territoriality’ is likely to stick around for some time to come. The 
safest, most reliable way to enforce trade mark rights in South Africa is to ensure that 
a trade mark application for registration is filed for the purpose of using the trade mark 
in respect of the particular goods/services for which it is so filed.260   
5.5 Trade Mark Searches and the Importance of the Classification of Goods/Services  
In taking a practical approach to the trade mark registration process, before filing a 
trade mark application, it is best to conduct a CIPC and common law trade mark 
search in the relevant classes, to ensure that the proposed mark is not confusingly 
similar to any of the existing trade marks in use, belonging to other proprietors, either 
on the South African Trade Marks Register or trade marks which have been in use 
for a long period of time.261 
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In determining the correct goods/services, South Africa makes use of the Nice 
Classification,262 the most recently published being the 11th edition.263 
As can be seen from previously discussed case law, a fashion designer wishing to 
file a trade mark application would most likely use class 25, for ‘clothing, footwear 
and headgear’.264 
It may also be important to consider related classes such as class 3 (refers to 
perfumery and the like), class 9 (includes safety shoes), class 24 (which covers textile 
goods) and class 26 (which covers ribbons, lace, braid etc.).265 A fashion designer 
could also possibly file an application in class 35, in respect of advertising, business 
and office functions, perhaps for the use of their brand name as a trading style.266 
It should not be assumed that where the same or similar trade marks are applied for 
by different applicants in different classes, that there can be no likelihood of 
deception or confusion to the purchaser of the goods, or cause them to associate the 
earlier and later marks with the same proprietor.  
In Danco Clothing (Pty) Ltd v Nu-Care Marketing Sales and Promotions (Pty) Ltd and 
Another267, the court had to decide whether the use of the same mark in respect of 
different goods would lead to confusion. They considered “the nature and composition 
of the goods, their respective use and the trade channels through which the goods can 
notionally be retailed.”268 It was held that the use of the same trade mark, ‘FRENCH 
CONNECTION’, one relating to clothing and the other to cosmetics, filed by different 
applicants, could lead to confusion.269 
In Chantelle v Designer Group (Pty) Ltd,270  the appellant owned the mark 
CHANTELLE in class 25 for different types of underclothing.  
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It was held that despite being registered in class 3, the respondents’ CHANTELLE 
mark was likely to deceive or cause confusion, as per the test set out in Danco 
Clothing, and should not have been granted in the first place.271  
Courts apply a very narrow approach to the interpretation of the rights granted in 
respect of goods for which a trade mark is registered and are at liberty to restrict the 
goods/services in a particular class should the need arise.272 The utmost care must 
therefore be taken by fashion designers and legal practitioners when drafting a 
specification of goods, with attention being paid to related classes.   
5.6 Choosing the Correct Trade Mark Type for Filing 
Most commonly, a fashion designer would file an application for their mark in word 
form (block capital), special form, device/logo form or even as a combined special 
form and device mark.273 
An application of a trade mark in word form, e.g. GUESS, offers the widest form of 
protection to the applicant once registered. It enables the proprietor to make minor 
changes to the mark during the lifetime of the mark without necessitating a new 
registration.  
Where certain words/parts of a trade mark may appear common in trade, it is still 
possible for the application to be successful where an endorsement is entered 
against the mark.274 For example, the VICTORIA’S SECRET trade mark in block 
capital form consists of a disclaimer requirement in which the proprietor agrees that 
the use of the word “SECRET” in the ordinary course of trade by other persons, 
cannot be prevented.275 
Fashion designers should therefore keep in mind that filing applications for invented 
words with no particular meaning, in any language, are generally considered to be 
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inherently distinctive and serves as a viable option when thinking about establishing 
a distinctive brand.276 
Like South African trade mark law, a fashion designer in the USA would usually 
register distinctive word and logo marks to act as a ‘badge of origin’, allowing 
consumers to recognise the brand and associate it with the fashion item.277  
USA trade mark law also allows for trade marks to be incorporated into the design 
itself. The issue with this is that where the design becomes popular, no legal 
consequences ensue for those who copy the entire design, as protection is only 
afforded to the actual logo and not the design itself.278 This makes it difficult to prove 
that the original creator is the source of the design.  
Perhaps design protection in South African law prevents this issue from arising, as 
opposed to the gap that presents itself in USA trade mark law.279 
 
5.6.1 Trade mark of a name 
 
Designers who wish to file trade mark applications for their distinctive names 
would also be able to do so in any of the above-mentioned forms. 
This will not be the case where names and surnames are common, as in the 
USA, where surnames, for example, may only be registered if it has acquired a 
secondary meaning and consumers relate that particular surname to the origin 
of certain goods/services.280 
Where a surname is denied full trade mark protection in the USA, it is still 
possible for a designer to apply for the mark to be registered on the 
‘Supplemental Register’ where they enjoy limited rights. Once it can be proven 
that the surname has been commercially used for at least five consecutive years, 
                                                                 
276 Plascon-Evans Paint Ltd v Van Riebeck Paints (Pty) Ltd 1984 3 SA 623 (A) par 61. 
277 Witzburg (note 10) 1133. 
278 Ibid. 
279 Ibid. 
280 M Asbell, G Sciarrino ‘The designer formerly known as: intellectual property issues  arising from personal 
names as fashion brands’ (2017) 1153. 
54 
 
the designer can claim distinctiveness and file a new application for their 
surname on the ‘Principle Register’.281  
Despite only having a single South African Trade Marks Register, which makes 
it more difficult to file a mark once it has been rejected, fashion designers, as 
stated in the case of Brian Boswell Circus (Pty) Ltd. and Another v Boswell Wilkie 
Circus (Pty) Ltd282  are still entitled to use and enjoy their own name in the 
conducting of business and sale of goods.283 This is obviously so where the 
requirements of a trade mark have been met.  
Before a designer decides to use their personal name in respect of their brand, 
they should be aware of the risk involved.284  
In Jenni Button v Jenni Button (Pty) Limited,285 a written sale agreement was 
concluded by the well-known South African fashion designer herself, allowing for 
the transfer of rights and goodwill in relation to and in association with the JENNI 
BUTTON brand, to the company Jenni Button (Pty) Ltd.286  
When Jenni Button established a new store, Philosophy, and continued to make 
use of her name in relation thereto, she was reminded of the implications of the 
above agreement. Jenni Button raised the ‘own name defence’ in terms of 
Section 34(2)(a) of the Trade Marks Act, arguing that she was entitled to the use 
of her own name in connection with her business.287  
It was decided, in light of the agreement, that the use of her name associated 
with the PHILOSOPHY brand, would in fact result in ‘passing off’.288  
Jenni Button could therefore not rely on Section 34 of the Act as she was not the 
proprietor of the registered mark.289 She was restricted from using her name in a 
trade mark sense relating to any fashion-related business conducted in South 
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Africa.290  She was however entitled to use JENNI BUTTON in her domain name 
in respect of her business conducted internationally, outside of the country.  
USA case law has also seen its fair share of disputes over personal names, one 
of which involved well-known designer, Karen Millen.291 
Karen Millen entered into a purchase agreement in terms of which she sold her 
company and the rights to use her name in respect of future commercial 
ventures.292 In litigation that surrounded the issue, not only was Karen Millen 
prevented from using her name or the name KAREN in association with a new 
business, she was also ordered to agree to the use of new KAREN MILLEN trade 
marks filed by the company.293 
Consequently, the brand which a fashion designer establishes is an important 
asset that may be used or sold294 and licensing and registration of a trade mark 
in relation to the designers’ brand is just as important. This allows the fashion 
designer to retain ownership and benefit from the rights of the registered mark, 
whilst profiting from the royalties paid in the event that the trade mark is used by 
third parties.295 
Legal practitioners assisting fashion designers should take care to ensure that 
license agreements required for these matters be stated in writing, as written 
agreements will always serve as preferred evidence in terms of what the parties 
in dispute actually agreed upon.296  
5.6.2 General alternatives to block capital applications 
 
Although narrower protection is afforded for special form/device type marks in 
cases of infringement, they are still highly relevant to fashion designers seeking 
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protection for their brand. It is usually best to file these additional applications in 
association with a block capital registration, where possible.297 
Using the special form and device mark of GUESS as an example, in 
conjunction with the block capital registration in class 25, no one would be able 
to make use of a brand name for clothing (and related goods) called GUESS, 
(GUESS WHO? or GUESS WHAT?) or make use of a trade mark in respect of 
similar goods that bear any resemblance to an upside-down triangle featuring a 
question mark. 
The ‘distinctive’ element of a trade mark therefore prevents others from 
benefitting off the brand of another. However, in certain instances, limitations will 
be placed on the extent of protection afforded to devices, irrespective of how 
distinctive they may be. 
In La Chemise Lacoste v Rong Tai Trading CC298 the plaintiff was the registered 
proprietor of the LACOSTE (block capital, and CROCODILE device/logo) trade 
mark registrations in South Africa.299 
One of the main issues in this case was whether the word CROCODILE, used 
by the defendant on the goods they imported for sale in South Africa, amounted 
to trade mark infringement.300 
The court had to decide whether the plaintiff’s device mark was known/perceived 
by the ‘interested public’ as a ‘crocodile’ and if so, whether the use of the word 
mark CROCODILE by the defendant, amounted to infringement.301  
The plaintiff argued that the word CROCODILE was ‘conceptually similar’ to the 
LACOSTE brand.302 In response to this, it was held that even though ‘conceptual 
confusion’ may pose as a bar to registration303, it would not be fair to afford 
                                                                 
297 Section 2 (note 188). 
298 (36037/2003) [2007] ZAGPHC 27 (13 April  2007). 
299 Ibid par 1. 
300 Ibid par 8. 
301 Ibid par 14. 
302 Ibid par 72. 
303 Ibid par 78. 
57 
 
Lacoste a monopoly of rights for the use of the reptile (which is a crocodile) in 
respect of all the classes the marks were registered for.304  
Further to the above, it was held that those who buy LACOSTE products were 
not looking to buy products with the word ‘crocodile’ on it305 and having visually 
compared the two marks, the court found that the word CROCODILE showed no 
likelihood of deception or confusion.306  
5.7 Relevant Non-Traditional Trade Mark Applications  
There are also non-traditional marks which may be ‘registrable’ in limited instances in 
the South African fashion industry.307 However, as will be seen through case law, 
these types of trade marks are usually difficult to register and/or uphold. 
5.7.1 Shape marks 
 
In order to be successfully ‘registrable’, shape marks, like any other, must serve 
as a ‘badge of origin’ and comply with the requirements of Section 9 of the Trade 
Marks Act. However, these steps are easier to satisfy when filing distinctive word 
marks or logos.308  
Shape marks like that of the distinctive ‘Coca-Cola’ bottle may have managed to 
qualify for trade mark registration, but on the contrary, filing shape marks in 
respect of fashion items by meeting the above-mentioned requirements and not 
overstepping into design law territory, may prove much more difficult.309  
As previously mentioned, the Trade Marks Act prevents shape marks from being 
registered where such shape has been used to obtain a specific technical result , 
or where the shape of the item results from the nature of the item itself.310 
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This section was the main consideration in the South African case of Societe Des 
Produits SA v International Foodstuffs311 which dealt with the shape of the four-
finger Kit-Kat wafer bar, and whether it should remain on the trade marks register.  
It was established that the shape of the Kit-Kat wafer bars could be identified by 
South African consumers in a way that associated the shape of the chocolate 
with the Nestle, Kit-Kat brand and further that the shape existed independently 
from achieving a technical result.312 
Consequently, the opposition party was guilty of trade mark infringement in 
respect of their four-finger ‘Break’ chocolate bar.313  
The obvious issue with shape marks, and one of the reasons why the above 
decision has been criticised, is that a trade mark owner would have eternal and 
exclusive protection over the shape of particular goods, with ‘anti-competitive’  
implications.314 The registration of a shape mark should therefore only be allowed 
in instances where such shape fulfils the role of a trade mark.  
In light of the above, shape marks for actual fashion items will not be registrable 
in a hurry.  
5.7.2 Colour 
 
South African trade mark law allows for a trade mark to be “limited in whole or in 
part to a particular colour or colours”315 and where a trade mark is registered 
without such limitation, it shall be deemed to be registered for all colours.316.  
However, no trade mark owner should enjoy a monopoly of rights in respect of a 
colour unless it is so strongly associated with the identity and commercial origin 
of a particular brand.317  
Therefore, in order to register a colour as a trade mark, it must be ‘non-
functional’, ‘non-ornamental’ and must not deprive competitors of a reasonable 
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right to use the particular colour.318 Further, it must have acquired a ‘secondary 
meaning’ as the facts show in the cases to follow.319 
In re Owens-Corning Fibre Glass Corp320, the colour pink for fibre glass was 
considered as ‘ornamentation’. Due to the finding that the colour did not result 
from the manufacturing process and was applied to the fibre glass as an 
additional step, it was held to serve a ‘distinguishing’ function and not a technical 
one.321  
In Societe des Produits Nestle S.A. v Cadbury UK Limited322, Cadbury applied to 
register the colour purple as a trade mark for its chocolate packaging.  
Since Cadbury applied for the use of purple as a predominate colour on their 
goods which indicated a specific use of the mark,323 they were permitted to 
register a trade mark for the colour purple as this was a ‘sign’, capable of being 
‘graphically represented’, and distinguished Cadbury from other chocolates.324  
From the above cases, it must be noted that in any particular field, including the 
fashion sector, there is a limited number of colours available for use.325 If a colour 
is allowed to be registered as a trade mark, then there would be a limitation 
placed on that particular industry.  
In the USA case of Christian Louboutin S.A. v Yves Saint Laurent AM. Holding, 
Inc.326, Louboutin sought to enforce the product design protection of their ‘Red 
Sole Mark’.327 Part of the protection claimed was for the “red lacquered outsole 
on footwear that contrasts with the colour of the adjoining (“upper”) portion of 
the shoe.”328  
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When YSL released their entirely-red shoes, Louboutin stated that the use of a 
similar shade of red by YSL was confusingly similar to their ‘Red Sole Mark’, 
thus amounting to trade mark infringement.329 
YSL, in turn, attempted to cancel the registration of the “Red Sole Mark” based 
on the view that it was not distinctive enough to warrant trade mark 
protection.330  
Initially Louboutin was unsuccessful when the court a quo stated that colour 
alone can only be protected as a trade mark when it has acquired a ‘secondary 
meaning’ and not when it is purely functional.331 
However, the Second Circuit Court of Appeals came to the decision that the ‘Red 
Sole Mark’ had in fact acquired a ‘secondary meaning’ but that its use should be 
limited in the sense that the remainder of the shoe would have to contrast with 
the red sole.332  
This brings light to the importance of protecting distinctive features of fashion 
items, even in instances where the fashion designer may think their application 
will be unsuccessful. Despite the above limitation placed on the trade mark, it is 
clear that if Louboutin hadn’t taken the leap to protect their ‘Red Sole Mark’ and 
thereafter enforce their rights, it would be easier for other fashion houses to trade 
upon their goodwill and reputation by blatantly copying.  
5.7.3 Ornamentation, patterns and decorative stitching 
 
Decorative stitching, patterns and ornamentation are also potentially ‘registrable’ 
trade marks in limited instances.333 
If an example of pocket stitching is used, it can be considered a common form of 
ornamentation found on jeans. However, stitching could possibly be considered 
as a distinctive trade mark where such stitching serves as a source identifier.334 
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Levi Strauss’s ‘Double Accurate’ stitch mark, for example, was dubbed “a unique 
signature of a jeans brand” and was considered as a secondary means to identify 
the Levi’s brand.335 
In Adidas AG and Another v Pepkor Retail Ltd336, proceedings were instituted by 
Adidas for the infringement of its registered three-stripe trade marks through 
Pepkor’s sale of footwear which strikingly featured ‘two and four parallel 
stripes’.337  
The first question that the court needed to answer was whether Pepkor was using 
the two and four stripes as trade marks in terms of Section 9 of the Trade Marks 
Act.338  
Since the stripes were applied to goods for ‘embellishment’ or ‘decoration’ (which 
both fall under the meaning of ‘ornamentation’) it was held this was done for the 
purpose of distinguishing the goods’.339  
The court therefore came to the conclusion that Pepkor’s use of four stripes on 
some of their shoes resulted in trade mark infringement.340  
5.8 The Absence of Trade Dress Protection in South African Trade Mark Law 
Trade dress in the USA protects the overall commercial image or ‘look and feel’ of a 
fashion item.341 Distinguishing the product from others in the course of trade and 
identifying the source of the product is still the main aim342 and in order to acquire 
secondary meaning of trade dress protection elements, fashion designers would need 
to, over a reasonable amount of time, get consumers to associate the trade dress 
protected element with the designer.343 
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This fits in with non-traditional type trade marks in South African law, as trade dress 
protects non-functional and distinctive elements such as size, shape, colour, and 
texture, being the overall ‘look and feel’.344  
In the case of Adidas America Inc. et al v Sketchers USA Inc.345 Adidas were able to 
enforce their trade dress protection for their Stan Smith Tennis Shoe by proving it was 
recognisable to consumers as well as non-functional.346 
Like the Stan Smith shoe, the Onix shoe released by Sketchers had a white upper, 
white sole, green raised moustache-shaped coloured heel patch and only differed in 
the sense that the Onix shoe had a patch of perforations in place of Adidas’s three-
stripe perforations.347 
In order to establish a trade dress claim, a plaintiff would have to prove the following 
in terms of the Lanham Act348:  
1) the trade dress’s non-functionality and ‘source identifying role’ which must be due to 
inherent distinctiveness or secondary meaning;349 
2) a likelihood of confusion between the goods/services of the parties involved.350 
In this regard, the court held that Adidas’s specific descriptions of the Stan Smith shoe 
in conjunction with the overall impression of the shoe, warranted trade dress 
protection.351 
It was further held that the Stan Smith shoe was easily linked to the Adidas brand in 
the mind of the consumer, thus proving distinctiveness.352 
Further, when the Stan Smith shoe was advertised/promoted, more focus was placed 
on the iconic style of the shoe and not the utilitarian aspect of it. The court, in looking 
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at the trade dress as a whole, held that non-functionality was established despite the 
fact that the shoe had previously been used as a tennis shoe.353 
Trade dress protection is heavily relied upon by big fashion houses in the USA, 
especially due to the lack of copyright protection they are afforded.  
However, as much as trade dress serves as a useful tool in the USA fashion industry, 
a look into South African IP legislation and its applicability in trade mark infringement 
cases displays that adequate trade mark protection is afforded. These rights are also 
carefully balanced to avoid affording fashion designers an indefinite monopoly of 
rights.  
5.9 Acceptance, Registration and Maintenance 
Trade mark applications, once accepted, must be advertised in the South African 
Patent Journal354, automatically allowing for a three-month opposition period to run, 
entitling any affected third party to oppose the registration of the mark where 
appropriate. Fashion designers should make use of this opportunity where they feel 
that trade marks accepted by the Trade Marks Office infringe upon their earlier mark/s 
or are likely to cause deception or confusion amongst consumers. In this way, litigation 
proceedings can also be avoided at a later stage.  
Where no opposition proceedings take place, the Certificate of Registration can be 
issued. Trade marks once registered, are valid indefinitely subject to the payment of a 
renewal fee, payable to the Trade Marks Office once every 10 years.355 
5.10 Conclusion 
Trade marks typically serve as a source of origin and afford the proprietor significant 
rights over their distinctive and creative brand in respect of particular goods/services, 
essentially preventing others from trading off the goodwill and reputation of their brand. 
They are fairly inexpensive to register and maintain yet carry a lot of weight in the 
fashion industry.  
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Unregistered trade marks in South Africa are also afforded protection in some 
instances. Despite courts shying away from dealing with the ‘territorial’ aspect of trade 
marks in cases where international trade marks are adopted in South Africa, Section 
35 of the Trade Marks Act, in conjunction with the Paris Convention, serves as a 
balance by protecting these ‘well-known’ marks. 
The scope of trade mark protection goes beyond words, names and logos but are still 
limited by endorsements which may have to be entered against their registrations, for 
example, where their marks consist of common words/aspects required for use in the 
fashion sector. Further, non-traditional trade marks such as shape, colour and 
ornamentation are interpreted very strictly, thus limiting the scope of trade mark 
protection afforded in respect thereof. Nevertheless, protection for these marks will be 
available where the requirements are undoubtedly met.  
Despite the lack of trade dress protection which considers the ‘look and feel’ of fashion 
items as a whole, what remains evident is that South African trade mark law offers a 
substantial amount of protection to fashion designers who seek it. It should not be 
taken for granted that any rights in their brand can be fully enforced without a 
registered trade mark in respect of goods for which they use or intend to use their 
trade mark.  
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6. SHOULD WE RULE OUT PATENT LAW IN THE FASHION INDUSTRY? 
6.1 Introduction 
A patent is an exclusive right granted for an invention, which is a product or a process 
that provides a new way of doing something or offers a new technical solution to a 
problem. Such protection provides the owner with the right to exclude others from 
making, using, exercising, disposing of the invention, offering to dispose or importing 
the invention.356  
On the surface, patent law does not appear to be a common form of protection 
considered by fashion designers357 but that does not mean there is no room for it at 
all. 
6.2 Instances where Patent Law is Applicable 
One example of where patent law may be applicable is in relation to an inventive 
process in the manufacture of fashion such as a process for creating a certain wash 
on denim.358  
Other examples relate to patentable items such as industrial tech wear (UV-filtering 
textiles that are resistant to fire and water-repelling textiles) and 3-D printed garments. 
In summary, 3-D printing can be described as a way of manufacture whereby objects 
are placed in layers, resulting in three-dimensional objects. The source of the object 
is a digital file containing three-dimensional data extruded by printer which makes use 
of a variety of materials and techniques.359 
Of course, copyright and design law may be afforded in respect of the originality of the 
3-D printed work, and the aesthetic appearance of the work where appropriate, but 
patent law will be applicable in the protection of its technical functionalities.360 
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There has also recently been a report issued in respect of ‘smart textiles’, commonly 
referred to as smart garments, smart clothing, electronic textiles or smart fabrics.361 
These items are worthy of patent protection due to the innovative method of achieving 
ends such as providing the wearer with increased functionality by sensing and reacting 
to environmental conditions.362 This would be useful in instances where the fabric will 
assist in body temperature regulation, reduce wind resistance and the like. 
In the USA, it has previously been mentioned that design patents are a common form 
of protection sought by fashion designers. In addition to this, a utility patent registration 
for an item of fashion is also possible. Utility patents serve as the equivalent of a 
complete patent in our law and can be filed for manufacturing processes and product 
design where legal requirements are met.363 
6.3 Conclusion 
The problem with patent protection in the fashion sector relates to the establishment 
of ‘novelty’, the cost involved in the patent process and certain international 
challenges. This is true for both South Africa and the USA. 
Despite this, the advantage of patent protection is that once the cost factor is dealt 
with, the applicant has rights in their invention both locally and internationally (where 
national phase patents are filed). This would be essential to a fashion designer with 
regards to the commercialisation of their invention, which in effect, will be valid for a 
period of 20 years. 
Although patents are not a common form of protection that fashion designers in 
South Africa seek at present, patent law has become seemingly more applicable as 
we move forward in the fashion industry and deal with fashion items that are created 
in light of new technological advances.  
In light of the above, adequate patent protection is available and obtaining such 
protection in appropriate circumstances will definitely be worth it in the long run. 
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7. BEHIND THE SEAMS: COMMON PROBLEMS EXPERIENCED IN THE 
FASHION INDUSTRY AND POSSIBLE SOLUTIONS WITHIN AND OUTSIDE THE 
SCOPE OF THE EXISTING FRAMEWORK 
 
7.1 Cost vs Practicality  
In most cases, obtaining formal IP protection in the fashion industry is advisable. 
However, there are also reasonable arguments against it. 
Both locally and internationally, certain fashion articles are considered to be seasonal 
in nature and formal IP protection may not be required long-term.364 In this instance, 
copying of designs and drawing inspiration from design trends for a short period of 
time may occur, and investing in IP protection may not be worth it.  
Fashion designers may also avoid obtaining formal IP protection due to the cost 
involved of registering and thereafter maintaining it. This is more so with design and 
patent protection, where annual renewal fees are payable for the lifespan of the 
design or patent.  
Trade marks on the other hand are cheaper to register and maintain.  
Despite this, fashion designers may be reluctant to consult with a trade mark 
attorney regarding the relevant trade mark process due to the initial cost that they 
may need to bear. However, during a time of alleged IP infringement, fashion 
designers may end up with more out of pocket expenses, trying to fix a situation that 
could have possibly been avoided altogether, whether they are being sued or wish to 
sue for trade mark infringement.  
Even in a case where formal IP protection has previously been sought and remains 
in force, the parties involved may be deterred from enforcing or defending their rights 
due to IP law enforcement falling under the jurisdiction of the High Court, where legal 
fees are considerably high. However, IP rights generally places designers in an 
advantageous position as opposed to them outrightly not having the option to sue for 
infringement. 
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Litigation proceedings and suing a third party for alleged IP infringement, although 
admittedly very costly, is not the first port of call. It appears most practical to send 
‘cease and desist’ letters to deter infringing designers from infringing the respective 
IP rights and thereafter, it is merely a matter of following up to see whether the 
infringing items are taken off the market. This is how most matters are resolved, 
unless either party is adamant to insinuate litigation proceedings. 
Should the latter occur, it must be decided whether the cost involved to proceed with 
litigation is worth it in the long run. The designer should think long-term about the 
commercial strength of their IP and whether they have a strong case against the 
infringing party.  
As seen in case law and examples provided throughout this dissertation, records of 
the use of IP, even prior to the registration thereof will always play a role, especially 
with copyright and trade mark law, and designers should make a significant effort to 
document the use and sales of their IP protected works. 
7.2 Counterfeit Goods 
7.2.1 The law pertaining to counterfeiting  
 
In accordance with Section 1(a) of the Counterfeit Goods Act365, counterfeiting 
describes the act of multiplying or duplicating an authentic article366 without any 
authorisation from the IP right holder, with the intention of passing off the 
multiplied/duplicated article as a genuine product of the IP right holder. 367 
Counterfeit goods are therefore not restricted to any particular type of IP but in 
South Africa, mainly imposes on the rights of trade mark and copyright 
holders368 where the offender who deals in counterfeit goods exploits a brands’ 
equity for personal gain.369 
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Counterfeiting also applies in a case where, by a notice under Section 15 of the 
Merchandise Marks Act370, the use of a particular mark in relation to goods has 
been prohibited, and without the authority of the specified person, goods are 
made (bearing the marks), or the mark is applied to goods in South Africa or 
elsewhere.371 
The TRIPS Agreement also plays a significant role in the counterfeiting arena 
and commercially criminalises such conduct in all member countries.372 
7.2.2 The extent of counterfeiting in South Africa and the impact thereof 
 
South Africa is a target country for the manufacture and sale of counterfeit 
goods.373 Just recently, R10 million worth of fake branded Adidas, Nike and 
Lacoste clothing and footwear were seized by officials in the Western Cape,374 
one of the many occurrences involving counterfeit goods in South Africa. 
Consumers who wish to experience the associated popularity that accompanies 
reputable clothing brands but who cannot afford authentic branded items,375 
support the counterfeit market and cause it to expand,376 leaving IP right 
holders and producers of authentic goods experiencing a ‘direct loss in 
sales’377. Where these consumers appear genuinely satisfied with the cheaper 
products, the authentic brand is automatically devalued.378 The authentic brand 
is further devalued by the mere fact that expensive, high fashion items for a 
particular target market can now be owned by the vast majority due to closely 
resembled (although poor quality) knock-off versions.379 
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Where consumers are not aware that the goods they are purchasing are 
counterfeit goods, they pay high prices for substandard products.380 The 
relationship between legal manufacturers and consumers is then damaged and 
the entire concept of branding is undermined.381 Further, the impression that 
the brand is of inferior quality is created in the mind of the consumer.382  
The IP right holder, having already expended initial time, money and effort into 
producing high quality products383 will now have to spend additional money to 
protect and enforce their IP rights,384  resulting in a loss of faith in the IP system 
altogether.385 
South Africa could be attracting counterfeiting activity due to the high 
unemployment rate where people would be tempted to profit from the sale of 
counterfeit products.386 In addition, the South African Institute for Intellectual 
Property Law (SAIIPL) expressed concern about South Africa becoming a 
‘dumping ground’ and ‘transit route’ for counterfeit goods, especially due to the 
fact that it is not a land locked African country. South Africa also has numerous 
ports wherein which counterfeit goods could possibly be offloaded.387  
In the case of AM Moolla Group Ltd. and Others v Gap,388 before their trade 
marks had been expunged, the appellants attempted to enforce Section 2(1)(f) 
of the Counterfeit Goods Act against the respondents. This section provides that 
goods that are counterfeit goods may not be ‘imported into or through’ or 
‘exported from or through’ the Republic except if done so for private and domestic 
use.389 
The court had to decide whether the respondents’ transhipment of goods bearing 
GAP trade marks, through the Durban Harbour in South Africa, to certain 
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landlocked countries in Africa, amounted to an unlawful act under the Counterfeit 
Goods Act.  
The respondents were of the view that there was nothing unlawful about the 
shipment of goods where the ‘GAP’ goods were being transported to countries 
outside of South Africa, and not for purposes of selling in South Africa.390 It was 
therefore important to establish whether ‘transhipment’ equated to goods being 
‘imported into’.391 
It was consequently held that in our law, goods in transit cannot be considered 
to be imported goods392 and that despite the South African GAP trade marks 
being owned by the applicant, in whichever other countries the respondent held 
registrations, their goods were legitimate and not counterfeit.393 Therefore, where 
South Africa is used to deliver goods to landlocked countries it would be unfair if 
such transhipment was considered to be illegitimate trade.394 
7.2.3 Possible ways to combat counterfeiting in South Africa 
 
Identifying prime locations like the Kwa-Zulu Natal Durban Harbour, for example, 
may be a good place to start as authorities would be able to carry out regular 
investigations in these areas, deterring people from dealing in counterfeit goods. 
Government should also impose harsher penalties on street vendors, giving 
authorities better control over counterfeiting activities taking place. 
Where big companies provide authentic goods to South Africa, some investment 
should be made towards anti-counterfeiting campaigns. This may inspire local 
designers to influence consumers to stop purchasing counterfeit products. 
Extending these programmes to other African countries will establish some unity 
on anti-counterfeiting measures, making it harder for counterfeit goods to be 
delivered throughout the continent.395 
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IP right holders should ensure that their financial and related documents 
pertaining to their goods are in order, and further, that the goods are properly 
labelled. This will be useful when assisting officials during the ‘seizure of goods’ 
process. Not being able to identify fake items or a lack of organised paperwork 
required in the process will cause unnecessary delay.396 
In the absence of an international trade association governing the fashion 
clothing sector, owners of luxury branded items should employ in-house anti-
counterfeiting officers to assist in strategy development,397 thereby increasing 
the awareness in, and lowering the extent of counterfeiting.398 
7.3 Parallel Importation  
7.3.1 What is parallel importation? 
 
Parallel imports or ‘grey goods’, unlike counterfeit goods, refer to genuine 
products. These products are imported from other countries without the 
authorisation or consent of the IP rights owner (usually a copyright or trade mark 
owner) and then sold at a lower price.399 
Contrary to what would usually be expected when purchasing a genuine product  
from an authorised distributor, parallel imports usually come without any 
guarantee or after sale service.400 
A parallel importer would generally look for these genuine products in foreign 
countries where the products are known to be cheaper so that when resold, in 
South Africa for example, they would benefit from the profit margin as opposed 
to directly obtaining these products through authorised distributors, or with the 
consent of the IP right owner.401 
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Where genuine goods manufactured by the IP owner, or with their consent, are 
also imported (through authorised distribution channels), these goods are sold in 
competition with the parallel imports.402 
Parallel importation is not considered unlawful per se but does amount to IP 
infringement in certain instances.  
7.3.2 The lawfulness and effect of parallel importation in the fashion industry 
 
• copyright 
 
In terms of Section 23(2) of the South African Copyright Act, parallel importation 
will result in copyright being infringed in accordance with the explanation of this 
section under 3.5 What Constitutes Indirect Copyright Infringement? 
The exception to the above is that if the person who reproduced the product 
abroad has rights in South Africa, no copyright infringement occurs as this would 
equate to the reproduction being made with the consent of the copyright 
owner.403 
However, where a copy of the protected work is made and reproduced by a third 
party and such reproduction was only authorised by the copyright owner in the 
country of manufacture, it would amount to an infringing copy if, hypothetically, 
reproduced in South Africa.404 This was applied in the case of Frank & Hirsch 
(Pty) Ltd v Roopanand Brothers (Pty) Ltd405 where a successful copyright 
infringement claim was established. 
In terms of the USA Copyright Act, a copyright owner’s distribution right is 
exhausted after the sale of the first lawful copy is made.406 However, imports into 
the USA relating to work acquired outside the USA is prohibited where no 
consent or authority of the copyright owner has been obtained.407 The latter is 
equivalent to an ‘infringing copy’ in our law and creates a balance of rights by 
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prohibiting parallel importation where the making of an article "either constituted 
an infringement of copyright, or would have constituted an infringement of 
copyright if this title had been applicable.”408 
It has been suggested that South African copyright law adopt the principles of 
the ‘First Sale Doctrine’ as applied in the USA so as to not afford copyright 
owners excessive rights in the commercialisation of their goods.  
• trade mark 
 
The Trade Marks Act states that the importation, distribution and sale of goods 
to which a trade mark has been applied by the trade mark owner or with their 
consent, does not constitute trade mark infringement, confirming that in some 
instances, parallel importation will not be unlawful.409 
Where parallel importation is allowed, the issue is that once fashion items of a 
foreign proprietor or manufacturer have been imported without their 
authorisation, they have no control over what the parallel importer does with their 
brand.410 
Fortunately, Section 25(2) of the CPA acts as a buffer, stating that where goods 
have been imported without the authorisation of the trade mark owner, a clear 
notice must be applied to the goods, informing consumers that the imported 
goods are not covered by guarantee usually provided for by the trade mark 
owner.411 
Parallel importation will not be allowed where goods are modified or altered to 
an extent that it constitutes trade mark infringement or where the ‘integrity’ of the 
product is compromised.412 This will also be the case where the goods involved 
are considered to be counterfeit.  
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Parallel importation will also be unlawful where a licence agreement stipulates 
that parallel imports sold in South Africa falls out of the stipulated geographical 
locations provided for in the agreement.413 Should parallel importation arise in 
this instance, it will result in trade mark infringement. 
Further, where items of clothing have been brought into South Africa by way of 
parallel importation and where there are valid South African trade mark 
registrations in respect of those items, it is important to establish whether consent 
was given by the trade mark owner.414 Where no consent has been established, 
trade mark infringement will ensue. 
7.4 Conclusion 
Fashion designers should familiarise themselves with the law pertaining to common 
issues prevalent in the industry. This will allow them to safeguard their interests 
appropriately, and further, understand where available protection may be restricted for 
purposes of achieving a balance of rights within our law. 
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8. FASHION FORWARD: RECOMMENDATIONS AND CONCLUSION 
 
It has been established that creativity and originality are key components of fashion 
design in all its forms and plays an important role in setting different designers apart. 
For those who do pursue IP protection, there is much advantage in being able to 
exploit certain rights for commercial gain or enforce these rights to prevent others from 
infringing their IP rights.  
8.1 Recommendations 
As South African fashion designers gain more exposure both locally and 
internationally, there will be an increasing need to seek legal protection for their IP. 
The protection is in fact available, but as with any other competitive industry, there is 
always room for growth.  
Apart from solutions and recommendations discussed throughout this dissertation, the 
following final recommendations can be made: 
8.1.1 An enhanced user-friendly registration system   
 
The registration process for obtaining IP protection in South Africa still allows 
room for improvement. It is suggested that the National IP office, the CIPC, be 
strengthened continuously to ensure consistency with other Ministries and 
Government agencies such as the Department of Trade and Industry, and the 
Department of Arts and Culture.415 Like these departments, formulating a self-
regulatory code for standard legal practices in the fashion industry may allow for 
a more coherent and efficient operation and utilisation of IP in the South African 
fashion sector.416 
Over the past two years it can be seen that the CIPC has made many attempts 
to improve their online, user-friendly presence. This is beneficial to designers and 
attorneys acting on their behalf, who wish to file IP applications and maintain their 
registrations thereafter.   
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Nevertheless, continued improvement of service delivery and efficiency within 
the different departments that assist with queries, processing of IP-related 
applications and the like, will always be warranted.  
IP examiners at the CIPC should also exercise due care and consideration when 
examining applications for acceptance to ensure that one does not go against 
the intention of the legislature by affording exclusive rights to certain applicants. 
Although these types of IP registrations can be invalidated at a later stage, it is 
best to avoid these issues at the outset.  
8.1.2 Education of South African fashion designers and related persons 
 
There seems to be a lack of awareness in the industry itself. It is largely up to the 
fashion designer to understand how the different types of protection work. 
Seeking advice from a legal practitioner who understands which legal avenue is 
the correct one for what the designer seeks to protect is highly beneficial.  
Like the USA, South Africa should focus on educating those involved in the 
fashion industry, including designers and suppliers, who should also be aware of 
how the brand operates and how to go about expanding the brand or business 
on a commercial level. Education will inspire further innovation and encourage 
designers to make use of applicable and available IP rights. More training 
seminars on what IP rights bring to the industry and the correct procedures to 
follow, will facilitate designers during the filing and registration process, giving 
them the confidence to obtain and enforce their IP rights. 417 
The South African fashion industry is worthy of being recognised globally. In 
order to assist this process, South African designers will surely benefit if they 
form partnerships with international schools or participate in exchange programs 
for African and non-African students, inspiring creativity in the process.418 
Incorporating IP education and more information on the operation of large export 
markets in fashion schools will prove extremely beneficial and may even bring 
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about more awareness to serious issues such as counterfeiting and parallel 
importation, which has seemingly increased in recent times.  
8.2 Conclusion    
In reviewing South African IP law as applied to the fashion design sector, protection is 
readily available to those who seek it and who meet the stipulated requirements. None 
of the relevant acts discussed above gives us any indication that there was ever an 
intention for a monopoly of rights to be handed out to an IP rights applicant at the 
expense of other traders. In the same token, the importance of balancing such rights 
has been reinforced throughout this dissertation and where one type of IP law seems 
to fall short, relevant protection is available in an alternative and appropriate form of 
IP or commercial law. 
In respect of the comparative analysis of relevant IP law in the USA and South Africa, 
it has been found that some forms of IP rights applicable to the USA fashion industry 
for apparel design,419 such as copyright and design patent law, tend to be weaker than 
the equivalent forms of protection afforded in terms of South African IP law. Where the 
USA does protect items of fashion, it may do so through different avenues to South 
African IP law, attempting to maintain the ‘piracy-paradox’ whilst protecting designers 
in appropriate instances.420 
Further, it has been established that additional protection for fashion items in the USA 
is afforded in terms of trade dress. Despite this, USA law still requires fashion items to 
be compartmentalised into its aesthetic and functional aspects, and for strict 
requirements to be complied with before separate protection in respect of the relevant 
elements can be obtained.421  
The comparative analysis has therefore shown that although our laws may not operate 
in the exact manner, it is universal in its purpose. Where there may be slight 
differences, our context-specific application of IP law works for the interests of South 
African designers. Simply put, in both the USA and South Africa, the legal protection 
afforded to designers needs to be correctly applied and properly enforced.  
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In light of the above, the absence of a comprehensive piece of legislation pertaining 
to the South African fashion design industry makes no difference to the availability and 
adequacy of the relevant protection a designer may seek or require. 
Despite the above, one cannot dispute that there are still IP-related issues to be 
combatted in the fashion sector and that there is evidently room for improvement with 
regards to certain IP rights processes. However, for the sake of finality, in asking 
whether IP rights should be increased and further developed in the fashion design 
sector or whether the current regime provides adequate protection, the answers 
submitted are no and yes respectively.  
Our solutions therefore lie in the correct interpretation, application and enforcement of 
South African IP law as it stands.  
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